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Introduction 

 
Patents may be granted to protect inventions that are new, involve an inventive step and are 

capable of industrial application. The patent has to be for an invention that works, or as it is put in 

some countries, the invention must be capable of being “reduced to practice”. Thus, a clever 

notion that cannot presently work (e.g. a time machine) cannot be patented. Different countries 

have different ways of expressing the criteria for patents. For example, patents must generally be 

technical in nature but not all jurisdictions have the same definitions for what is “technical” and 

what is not technical. 

 
The term of a patent is generally twenty years from the filing date of the patent application. A 

patent gives its owner the right to exclude others from making, using, offering for sale or selling 

the invention or importing the patented invention into the country where the patent has been 

granted. In other words, a patent provides a property right that allows the owner to say who 

cannot use the invention protected by the patent. Anyone who is not the patent owner or who is 

not licensed by the patent owner and who manufactures, uses, imports, offers for sale or sells the 

patented invention is called an “infringer”. An infringer can be sued in court to force him to stop 

the infringement and to pay the owner damages. Patents are “territorial;” they have effect only in 

countries where they have been applied for and granted. Each country has the sovereign right to 

grant or refuse to grant patent applications. 

 
This Handbook is aimed to help the Patents Law students to familiarise with the approaches of 

patent drafting and initiate drafting on their own, Large sections of this Module has been 

carefully compiled from several important publications made by WIPO (World Intellectual 

Property Organisation), several regional Patent Offices and other Government documents and 

published articles. 

 
Lastly, a sample Invention Disclosure Form a copies of a few granted patents has been added as 

Annexures for better understanding and in depth study. 
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CHAPTER I 
 

 

 

Patents 

 

ANATOMY OF A PATENT 

A patent is a document, issued, upon application, by a government office (or a regional office 

acting for several countries), which describes an invention and creates a legal situation in which 

the patented invention can normally only be exploited (manufactured, used, sold, imported) with 

the authorization of the owner of the patent. “Invention” means a solution to a specific problem in 

the field of technology. An invention may relate to a product or a process. The protection 

conferred by the patent is limited in time (generally 20 years). 

 
In a number of countries, inventions are also protectable through registration under the name of 

“utility model” or “short-term patent”. The requirements are somewhat less strict than for patents, 

in particular in respect of inventive step, and in comparison, with patents the fees are lower, and 

the duration of protection is shorter, but otherwise the rights under the utility model or short-term 

patent are similar. Patents are frequently referred to as “monopolies”, but a patent does not give 

the right to the inventor or the owner of a patented invention to make, use or sell anything. The 

effects of the grant of a patent are that the patented invention may not be exploited in the country 

by persons other than the owner of the patent unless the owner agrees to such exploitation. Thus, 

while the owner is not given a statutory right to practice his invention, he is given a statutory right 

to prevent others from commercially exploiting his invention, which is frequently referred to as a 

right to exclude others from making, using or selling the invention. The right to take action against 

any person exploiting the patented invention in the country without his agreement constitutes the 

patent owner’s most important right, since it permits him to derive the material benefits to which 

he is entitled as a reward for his intellectual effort and work, and compensation for the expenses 

which his research and experimentation leading to the invention have entailed. 

 
It should be emphasized, however, that while the State may grant patent rights, it does not 

automatically enforce them, and it is up to the owner of a patent to bring an action, usually under 

civil law, for any infringement of his patent rights. The patentee must therefore be his own 

“policeman”. 

Simply put, a patent is the right granted by the State to an inventor to exclude others from 

commercially exploiting the invention for a limited period, in return for the disclosure of the 

invention, so that others may gain the benefit of the invention. The disclosure of the invention is 

thus an important consideration in any patent granting procedure. 
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Patent law is designed to encourage inventors to disclose their new technology to the world by 

offering the incentive of a limited-time monopoly on the technology. This limited-time term of 

patent is 20 years from the earliest patent application filing date (but this term can be extended 

via patent term adjustment). 

 
The parts of the patent application typically include the Background, Summary, Detailed 

Description and Drawings, Claims, and Abstract. The patent agent is unlikely to draft the patent 

application in this order and should ordinarily draft the claims first. This is because the claims are 

the heart of a patent. In reading a patent application: 

1) the Background section sets the stage for what is to come; 

2) the Summary section mirrors the claims; 

3) the Detailed Description and Drawings enable the claims by providing a 

sufficient technical disclosure of the invention; 

4) the Claims define the scope of exclusive protection, and 

5) the Abstract is primarily an aid for patent searchers and normally receives very 

little substantive review. 

 

Information Contained Within a Patent 

Broadly, the typical patent consists of four main parts: 

1) Front page(s) 

2) Drawings 

3) Specification 

4) A background section 

5) A list of drawings 

6) A detailed description 

7) Claims 

The specification may also include the following other sections, though these are generally not 

required: 

1) A summary section 

2) A cross-reference to related applications 

3) A statement of government support 

 

What Patent Won’t tell You? 

However, keep in mind that there are several important things that the patent will not tell you, such as: 

1) Have the maintenance fees been paid? 

2) Has the patent expired? 
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3) Who is the current owner of the patent? 

4) Has the patent been invalidated, enforced, licensed, or sold? 

5) Have any further applications (like continuations or divisional) been filed for this 

subject matter after this patent was granted? 

 

Sample Portions of a Granted Patent 

 
Front Page (Bibliography) 
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Continuity Information & Background 
 

 

 

 

 

 
Summary 
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Figures 

 

 

 
 

Detailed Description 
 

 
Figures 
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Claims 

 

 

 

 

 

 

 

 

 

 

**************** 
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CHAPTER II 
 

 

 

Patentability 

 

PATENTABILITY CRITERIA 

In order to be patentable an invention must fulfill several requirements. These requirements may 

be broadly classified as novelty, utility (industrial application) and non-obviousness (inventive 

step). Furthermore, an invention may be patented only if it fits into one of the statutory classes of 

subject matter protected by the national law. Other legal requirements also exist, such as the 

necessity for providing an enabling disclosure. 

Conditions of Patentability 

An invention must meet several criteria if it is to be eligible for patent protection. These include, 

most significantly, that the invention must consist of patentable subject matter, the invention 

must be industrially applicable (useful), it must be new (novel), it must exhibit a sufficient 

“inventive step” (be non-obvious), and the disclosure of the invention in the patent application 

must meet certain standards. 

Patentable Subject Matter: In order to be eligible for patent protection, an invention must fall 

within the scope of patentable subject matter. Patentable subject matter is established by statute 

and is usually defined in terms of the exceptions to patentability, the general rule being that patent 

protection shall be available for inventions in all fields of technology (Article 27.1 of the TRIPS 

Agreement
1
). 

Subject matter which may be excluded from patentability includes the following (Article 27.3 of 

the TRIPS Agreement
2
). The examples of fields of technology which may be excluded from the 

scope of patentable subject matter includes the following: 

1) discoveries of materials or substances already existing in nature; 

2) scientific theories or mathematical methods; 

3) plants and animals other than microorganisms, and essentially biological processes for the 

4) production of plants and animals, other than non-biological and microbiological processes; 

5) schemes, rules or methods, such as those for doing business, performing purely mental 

6) acts or playing games; 

7) methods of treatment for humans or animals, or diagnostic methods practiced on humans 

8) or animals (but not products for use in such methods). 
 

 
 

        1 < https://www.wto.org/english/docs_e/legal_e/27-trips_04c_e.htm> 
2 < https://www.wto.org/english/docs_e/legal_e/27-trips_04c_e.htm> 

http://www.wto.org/english/docs_e/legal_e/27-trips_04c_e.htm
http://www.wto.org/english/docs_e/legal_e/27-trips_04c_e.htm
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The TRIPS Agreement (Article 27.2
3
) further specifies that Members may exclude from patent 

protection certain kinds of inventions, for instance inventions the commercial exploitation of 

which would contravene public order or morality. 

 
Industrial Applicability (Utility): An invention, in order to be patentable, must be of a kind 

which can be applied for practical purposes not be purely theoretical. If the invention is intended 

to be a product or part of a product, it should be possible to make that product. And if the 

invention is intended to be a process or part of a process, it should be possible to carry that 

process out or “use” it (the general term) in practice. 

“Applicability” and “industrial applicability” are expressions reflecting, respectively, the 

possibility of making and manufacturing in practice, and that of carrying out or using in practice. 

The term “industrial” should be considered in its broadest sense, including any kind of industry. 

In common language, an “industrial” activity means a technical activity on a certain scale, and 

the “industrial” applicability of an invention means the application (making use) of an invention 

by technical means on a certain scale. National and regional laws and practices concerning the 

industrial applicability requirement vary significantly. At one end of the spectrum, the 

requirement of industrial applicability is met as long as the claimed invention can be made in 

industry without taking into account the use of the invention. At the other end of the spectrum, 

the “usefulness” of the claimed invention is taken into account for the determination of the 

industrial applicability. On the other hand, some countries do not require industrial applicability, 

but utility. 

 
Novelty: Novelty is a fundamental requirement in any examination as to substance and is an 

undisputed condition of patentability. It must be emphasized, however, that novelty is not 

something which can be proved or established; only its absence can be proved. 

An invention is new if it is not anticipated by the prior art. “Prior art” is, in general, all the 

knowledge that existed prior to the relevant filing or priority date of a patent application, whether 

it existed by way of written or oral disclosure. The question of what should constitute “prior art” 

at a given time is one which has been the subject of debates. 

 
One viewpoint is that the determination of prior art should be made against a background of what 

is known only in the protecting country. This would exclude knowledge from other countries, if 

it was not imported into the country before the making of the invention, even if that knowledge 

was available abroad before the date of the making of the invention. 

 

3 < https://www.wto.org/english/docs_e/legal_e/27-trips_04c_e.htm> 

http://www.wto.org/english/docs_e/legal_e/27-trips_04c_e.htm
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Another viewpoint is based on the differentiation between printed publications and other 

disclosures such as oral disclosures and prior use, and where such publications or disclosures 

occurred. 

 
The disclosure of an invention so that it becomes part of the prior art may take place in three 

ways, namely: 

1) by a description of the invention in a published writing or publication in other form; 

2) by a description of the invention in spoken words uttered in public, such a disclosure 

being called an “oral disclosure”; 

3) by the use of the invention in public, or by putting the public in a position that enables 

any member of the public to use it, such a disclosure being a “disclosure by use”. 

 
Publication in tangible form requires that there be some physical carrier for the information, a 

document in the broad sense of the term, and that document must have been published, that is to 

say, made available to the public in any manner such as by offering for sale or deposit in a public 

collection. Publications include issued patents or published patent applications, writings (whether 

they be manuscript, typescript, or printed matter), pictures including photographs, drawings or 

films, and recording, whether they be discs or tapes in either spoken or coded language. Today, 

publication on the Internet must increasingly be taken into consideration. 

 
Oral disclosure, as the expression suggests, implies that the words or form of the disclosure are 

not necessarily recorded as such and includes lectures and radio broadcasts. 

 
Disclosure by use is essentially a public, visual disclosure such as by display, sale, 

demonstration, unrecorded television broadcasts and actual public use. 

 
A document will only destroy the novelty of any invention claimed if the subject matter is 

explicitly contained in the document. The subject matter set forth in a claim of an application 

under examination is thus compared element by element with the contents of each individual 

publication. 

 
Lack of novelty can only be found if the publication by itself contains all the characteristics of 

that claim, that is, if it anticipates the subject matter of the claim. Lack of novelty may however, 

be implicit in the publication in the sense that, in carrying out the “teaching” of the publication, 

a person having ordinary skill in the art would inevitably arrive at a result falling within the terms 

of the claim. Generally speaking, lack of novelty of this kind will only be raised by the Patent 



15 

 

Office where there is no reasonable doubt as to the practical effect of the prior “teaching”. 

 

It should be noted that in considering novelty, it is not permissible to combine separate items of 

prior art together. 

 
Inventive Step (Non-Obviousness): In relation to the requirement of inventive step (also 

referred to as “non-obviousness”), the question as to whether or not the invention “would have 

been obvious to a person having ordinary skill in the art” is perhaps the most difficult of the 

standards to determine in the examination as to substance. 

 
The inclusion of a requirement like this in patent legislation is based on the premise that 

protection should not be given to what is already known as part of the prior art, or to anything that 

the person with ordinary skill could deduce as an obvious consequence thereof. 

 
The expression “ordinary skill” is intended to exclude the “best” expert that can be found. It is 

intended that the person be limited to one having the average level of skill reached in the field in 

the country concerned. 

 
It should be noted that novelty and inventive step are different criteria. Novelty exists if there is 

any difference between the invention and the prior art. The question, “is there inventive step?” 

only arises if there is novelty. The expression “inventive step” conveys the idea that it is not 

enough that the claimed invention is new, that is, different from what exists in the state of the art, 

but that this difference must have two characteristics: 

1) it must be “inventive”, that is, the result of a creative idea, and it must be a step, that is, it 

must be noticeable. 

There must be a clearly identifiable difference between the state of the art and the 

claimed invention. This is why, in some jurisdictions, there is the concept of an 

“advance” or “progress” over the prior art. 

2) it is required that this advance or progress be significant and essential to the invention. 

In order to assess the nature of the differences which are relied upon as constituting an 

inventive step, account has to be taken of the prior art as a whole. Thus, as distinct from 

the assessment of novelty, the subject matter of the claim under examination is compared 

not with each publication or other disclosure separately, but with the combinations 

thereof, insofar as each such combination is obvious to the person having ordinary skill 

in the art. The combination may be global, whereas the claim may define a set of subject 

matter known separately. For the inventive step to be denied, it is necessary that not only 
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the combination, but also the choice of the combined elements, is obvious. It is the sum 

of the differences that have been discovered which must be compared with the prior art 

and judged as to obviousness, and not each of the new elements taken individually, 

except where there is no technical link between them. 

 

In most cases, it is useful to assess inventive step in relation to three aspects, namely: 

1) the problem to be solved; 

2) the solution to that problem; and 

3) the advantageous effects, if any, of the invention with reference to the background art. 

 
 

If the problem is known or obvious, the examination will bear on the originality of the solution 

claimed. If no inventive step is found in the solution, the question becomes whether or not the 

result is obvious or whether it is surprising either by its nature or by its extent. If a person having 

ordinary skill in the art would have been able to pose the problem, solve it in the manner claimed, 

and foresee the result, the inventive step is lacking. 

 
Disclosure of the Invention: An additional requirement of patentability is whether or not the 

invention is sufficiently disclosed in the application. The application must disclose the invention 

in a manner sufficiently clear for the invention tobe carried out by a person skilled in the art. 

 
The description should set out at least one mode for carrying out the invention claimed. This 

should be done in terms of examples, where appropriate, and with reference to the drawings, if 

any. In some countries, the description is required to disclose the best mode for carrying out the 

invention known to the applicant. 

 

 

 

 

 

 
 

**************** 
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CHAPTER III 

PREPARING FOR A PATENT 

APPLICATION 
 

 

I. Predicting Patentability 

Prior art searches are a good way to get information on developments in the field of invention. 

Prior art searches may sometimes reveal what competitors consider worth protecting. Search 

results may be a critical factor in deciding whether to file a patent application. If a prior art search 

reveals references that anticipate the claimed invention, the inventor and the patent agent should 

consider how they can “avoid the prior art” by drafting the claims to overcome it. If this is not 

possible, they may wish to consider whether filing the patent application is still appropriate. In 

some cases, a prior art search may reveal patent references that are problematic. Just because one 

sees a reference that seems similar to the invention does not mean the proposed application 

should be abandoned. The prior art may instead warrant a “design around” effort to see how the 

claims of the new application can be changed to avoid the prior art. 

 
Prior Art refers to scientific and technical information that exists before the effective date of a 

given patent application. Prior art may be found in any public documents such as patents, 

technical publications, conference papers, marketing brochures, products, devices, equipment, 

processes and materials. The “effective date” of a patent application is typically the date of the 

earliest filed patent application that the pending application can claim. 

 
A prior art search refers to an organized review of prior art contained in public documents. Prior 

art searches can be of various kinds: patentability searches conducted by an inventor before filing 

a patent application; invalidity searches in litigation conducted by the accused infringer; patent 

examination searches conducted by a government examiner in order to determine whether to 

grant or reject a patent application and state of the art searches for information in a technical 

field. In all cases, searches are conducted using different kinds of databases, from public 

databases of issued patents on the Internet to exhaustive databases including technical literature. 

Searches can be done by legal professionals, by scientists or by researchers. Sometimes, 

defendants in patent litigation even offer bounties for invalidating prior art. 

 
A patent agent or inventor is not required to search for prior art. However, there may be 

advantages to performing a search in some cases. A prior art patentability search may be 
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conducted before the filing of a patent application to gauge the prospects of obtaining broad 

claim coverage. The purpose of conducting such a search is to find references related to the 

claimed invention in order to make an assessment of its patentability. 

 
There are varying opinions on how extensive this search should be. Many patent agents and 

patent lawyers only do a brief search to identify the readily available prior art. These searches are 

typically fast and inexpensive since the patent agent’s clients often do not want to pay for an 

expensive, thorough search. Also, it is often presumed that the inventor himself will have a good 

sense of novelty based on his reading of the literature in his field and by communication with his 

peers. In some cases a more rigorous search may be justified before investing in an expensive 

foreign patent application. 

 

II. Prior Art Search 

The prior art searcher can simply go to the library and conduct research just as he would research 

any other topic. He can also review existing patents either on-line (via the public databases 

published on the Internet) or in a public patent library. 

 
An on-line prior art search can be done as either a: 

1) Keyword Search 

Before beginning a search based on keywords start by listing those one would use to 

describe the invention. Think of all possible aspects of the invention and choose 

keywords that describe each such aspect. The quality of a keyword search will largely 

depend on the appropriateness of keywords selected. 

2) Field Search 

A field search might be used to refine the results of the keyword search. Once the 

keyword search has been conducted, use the field search to narrow the results down to the 

field in which the invention at hand operates. 

 
There are several good databases where one can search and expect to obtain comprehensive prior 

art search results. The databases include national and international databases. The patent searcher 

does not necessarily have to pay to use these databases as most are free and public and many can 

be accessed on the Internet. 

 
Patent infringement, rejection of a patent application, or invalidation of an existing patent are all 

negative outcomes that can result from incomplete prior art searches. Though these conflicts can 
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often be resolved through negotiation, licensing, designing around, or even costly invalidation of 

the conflicting patent, as a best practice it is better to mitigate risk and control costs by ensuring all 

relevant prior art is surfaced before the final IP strategy is set. Patent search experts consider many 

factors when determining the scope and strategy for a prior art search. Whether one chooses to 

do one’s own prior art searching or outsource it to an expert third-party search firm, here are 

three fundamental keys to ensuring a complete prior art search so ones clients won’t lose sleep: 

1) Choosing the right sources 

2) Carefully defining the scope 

3) Asking the right questions 
 

Arguably, the most important part of a prior search is deciding when one should stop. However, 

this can be a challenging decision, especially when no relevant references are found. When the 

goal is to uncover something one can’t be sure exists, or verify the absence of something that 

might exist, how do one know when to stop? At what point can one say that have checked 

enough sources from enough perspectives to move forward? Convergence is one goal that many 

search expert use to address this challenge. A good indicator of the search is complete is when 

one have tried the search in numerous ways - including different sets of keywords, citation 

searching, a competitor review, a chemical name, text, and chemical structure searching - and the 

hits (or lack thereof) one gets keep returning the same relevant results. If the results do not 

converge, and additional relevant answers continue to pop up as one tries different approaches, 

then one should review the new results to see why they were not found by other methods, and 

enhance the original search approaches until convergence is achieved, or until it is determined 

that the body of references retrieved is sufficient to provide an opinion. 

The common online resources that may be employed for a prior art search includes: 

1) Local Patent Office
1
 

The local patent office will likely have a written or electronic database. Such 

databases are normally public, and a patent agent or inventor can use them to search 

issued patents in his or her country. Note that pending patent applications may not be 

included in the searchable database in many countries. 

2) Patent Cooperation Treaty Applications 

WIPO publishes new PCT applications every Thursday. The PCT database 

(Patentscope
2
) contains published PCT applications dating back to 1978. In many 

cases the international search report for PCT applications is also available, which may 

help a prior art search locate further pertinent prior art. 

3) United States Patent and Trademark Office 

 

1 CGPDTM of Indian Patent Office has developed a search tool, INPASS < 

https://ipindiaservices.gov.in/publicsearch/>, which allows a full-text search to be conducted in 

all Indian patents as well as patent applications, thereby enabling the stakeholders to conduct an 

advanced search in the Indian patent database. 
2 <https://patentscope.wipo.int/search/en/search.jsf> 
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The USPTO has a large and easy-to-use electronic database that anyone with an 

Internet connection can access free of charge. It covers issued US patents and 

published patent applications from 1790 with full text searching available for patents 

issued from 1976 onwards
3
. Note: New US patents issue on Tuesdays and typically 

appear in the database on the same day. 

The USPTO also maintains a database of information on currently pending patent 

applications provided that the application has been published. The “Patent 

Application Information Retrieval” or “PAIR”
4
 database provides office actions, 

responses, related case and other file history information for patents and patent 

applications. A portion of PAIR is publicly available. Another portion of PAIR is 

only available to practitioners so that they can review the status of their cases. 

The USPTO also makes assignment records available for patents and published 

patent applications
5
. 

4) European Patent Office 

One can search the European Patent Office database by going to their home page 

(Espacenet
6
) - this database contains patents from all over the world. 

The EPO also maintains a database for pending cases much like the USPTO’s PAIR 

system discussed above. This database, known as EPOline
7
. 

5) Scientific Databases 

There are different scientific and technical databases that are specific to various 

fields of technology. It is helpful for a patent agent to become familiar with these 

databases since they contain articles that discuss technological advances in the field. 

Since prior art encompasses more than just patents, a scan of these scientific 

databases is important when conducting a patentability search. 

 
Additionally, there are several commercial database providers, who provides information to be 

searched from multiple sources including both patent and non-patent literature on a subscription 

basis. It is convenient to use such vendor provided services due to convenience of use and 

availability of prior art from multiple sources. Often the patent and non-patent literature data 

such provided are indexed for additional convenience. 

 

 
 

3 <http://patft.uspto.gov/netahtml/PTO/search-bool.html> 
4 <https://portal.uspto.gov/pair/PublicPair> 
5 <https://assignment.uspto.gov/patent/index.html#/patent/search> 
6 <https://worldwide.espacenet.com/> 
7 <https://register.epo.org/regviewer> 

http://patft.uspto.gov/netahtml/PTO/search-bool.html
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There is no perfect prior art search. As one seeks to balance the investment of time and resources 

with the strategic importance of the outcome to the client, some risk will always remain; however, 

regardless of the searching budget, ensuring one is using the best available sources, setting an 

appropriate scope, and focusing on the best ways to ask the question will get one a good way 

toward avoiding surprises from missed prior art. If the topic is unfamiliar or the outcome critical, it 

can often be valuable to consult with both technology and IP search experts. 

 

III. Invention Disclosure Form 

Invention Disclosure Form (IDF) is the first step in the process of identifying intellectual 

property (IP) and determining how to proceed with it. This determination process includes 

decisions about ownership and patenting as well as licensing. 

 
An IDF should be filled up and submitted when something new and useful has been invented to 

competent and designated internal authorities (if present) or shared with a Patent Agent. 

Completed IDFs are important legal documents in that they record what has been invented as 

well as the circumstances under which the invention was made. Submitted IDFs are treated as 

confidential until a patent application is filed, or the invention is publicly disclosed (i.e. via an 

inventor’s publication). Accordingly, prior to a patent filing or public disclosure, the information 

in submitted IDFs should not be distributed except: 

1) to research sponsors as may be stipulated by contract; 

2) to parties that are under attorney-client privilege; 

3) to parties that are under confidentiality agreements; or 

4) as may be required by law. 

 
 

A patent agent’s clients will likely have different levels of sophistication with respect to their 

abilities to handle patent documents. Some clients may have fairly sophisticated administrative 

units that can provide completed invention disclosure packages to patent agents who then conduct 

a follow-up review as necessary. At the opposite extreme are clients who have no IP infrastructure 

and require considerable guidance and assistance from the patent agent. 

 

The patent agent will learn over time which approach offers the best results for different types of 

clients. For some clients, the patent agent may want to provide a blank Invention Disclosure 

Form and then allow inventor(s) to complete it on their own. For other clients the patent agent may 

want/need to obtain all his information about the invention via one or more interviews with the 

inventor(s). In any event, the patent agent should always attempt to have at least one meeting 
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either in person or by telephone with the inventors. It is highly unlikely that an inventor will be 

able to supply a patent agent with enough material for the patent agent to have an unambiguous 

understanding of the invention without some sort of “live” meeting with the inventor. Similarly, 

it is unlikely that the inventor will understand the legal/background information being sought 

about his invention in the absence of a meeting with the patent agent. 

 
In an ideal situation the inventor will provide the patent agent with an Invention Disclosure Form 

and supporting documents well before the face-to-face meeting between them. The patent agent 

will review the disclosure materials and note any places where he has questions or where he 

believes additional disclosure would be helpful. During the meeting between the patent agent and 

the inventor, the patent agent verifies that he has a complete understanding of the invention, 

establishes that there is no additional disclosure information that he should also receive (or that 

he receives the additional disclosure material), determines the most commercially-significant 

aspects of the invention and confirms that there are either no pending bar dates or verifies the 

precise bar dates. 

 
The patent agent should review the invention disclosure well prior to meeting with the inventor. 

This will ensure that the patent agent will have had sufficient time to identify all the parts of the 

invention disclosure that raise questions – both technical parts (e.g. “how does A function with 

B”?) and legal parts (e.g. “Who else could be an inventor?”). Each patent agent will want to 

review/modify this form to ensure that it conforms to the legal requirements for his jurisdiction. 

The patent agent will want to make any necessary changes to this form to provide a full and 

complete disclosure in the jurisdiction(s) of interest to his clients. He may also wish to provide 

copies to his clients for them to complete the form and return it to the patent agent well in advance 

of the disclosure meeting. 

 
In reviewing an invention disclosure and/or in speaking with an inventor the patent agent must 

keep focused on any/all patentable inventions described. Much of the text in an invention 

disclosure and/or discussion during the meeting with the inventor will probably not be about a 

purely patentable novelty but will include other non-patentable technical details. The patent 

agent should not be surprised to discover that quite often inventors do not know what they have 

invented, at least in “patentability” terms, as they often think in other terms such as 

“discoveries”. Thus, the patent agent will often be the one who articulates what constitutes a 

patentable invention. 

 
The patent agent should never become the inventor but should strive to have the clearest grasp of 
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the invention needed to obtain a patent with the broadest claims allowed by law. This means the 

patent agent must understand the invention well enough to draft claims describing the invention 

with the fewest possible limitations. In other words, the patent agent must understand the 

invention well enough to know what elements do not need to be recited in the broadest possible 

claim for the invention. Understanding the invention also means that the patent agent 

understands it well enough to prepare a specification for a patent application that discloses all 

possibly patentable aspects of the invention and enough additional information so that a lay 

person skilled in the pertinent technical field can understand and make the object invented. 

 
Understanding the invention also means that the patent agent can receive a prior art description 

such as one used as the basis for a claim rejection by a patent office and be able to explain the 

differences between the invention and the prior art and/or amend the pending claims to highlight 

these differences in a manner that minimizes the reduction in the scope of claim coverage The 

patent agent may discover that the inventor does not know the answer to all his questions. The 

inventor may be able to speculate about alternatives and in some instances may even have the 

time to conduct some additional research. The patent agent must make sure, however, that the 

specification discloses a working embodiment of the invention. Thus, if the inventor is uncertain 

about the answer to any of the patent agent’s questions, the patent agent must use his best 

professional judgment as to how to deal with the uncertainty. There may be gaps in the technical 

disclosure that the patent agent can fill but he should always confirm with the inventor that the 

substitute for any missing material is correct and within the spirit of the invention. The patent 

agent may assist the inventor in considering possible alternative embodiments for the invention. 

Often inventors create their inventions for a very specific purpose and have not really considered 

whether they could be applied to other areas. 

 

 

 

 

 

 
**************** 
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CHAPTER IV 

ANATOMY OF A PATENT 

APPLICATION 
 

 

Patent Applications 

Writing a high-quality patent application is important because it sets out in a clear fashion the 

terms by which the patent owner and others will be bound. In this sense, drafting a patent 

application is different from writing a scientific paper. As the patent document contains technical 

subject matter it will also bear some similarities to a scientific or technical paper, although it 

does not usually need to rise to the level of a blueprint for making the invention protected by the 

patent. The issued patent will be reviewed over the years by public officials such as patent 

examiners and judges and business partners. Thus, the patent application should be drafted with 

these important audiences in mind. 

. 

The parts of the application are generally: 

1) Claims 

One of the first things to do is to prepare the claims for the invention. In fact, the patent 

agent may even want to sketch out the claims in the disclosure meeting with the 

inventor. This will often provide confirmation to the patent agent that he has understood 

the invention. The patent agent may wish to use some sort of “picture claim” in the 

initial meeting with the inventor since inventors are often unfamiliar with patent claim 

language. For this reason, the patent agent should avoid using highly abstract language to 

describe the invention in the disclosure meeting with the inventor. 

The majority of patent agents prepare several draft patent claims as their first step in 

writing a patent application. The claims are the legally-operative part of a patent 

application; everything revolves around the claims. If the claims are prepared before 

drafting the specification the patent agent will know which terms need to be described in 

the specification. While it is generally preferable to draft the claims first, some situations 

may not provide the patent agent with this luxury. 

The patent agent may consider preparing a “picture” claim for an invention. A picture 

claim is a claim that paints a word picture of the invention. The patent agent will rarely 

want to file a picture claim although such claims can be useful in helping to understand 

the invention and may also be helpful in determining all the points of novelty with the 

inventor. Such claims often contain limitations that do not necessarily provide novelty but 
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are nevertheless part of a product that includes the invention. Thus, picture claims may be 

helpful to the drafter of a patent application, but they rarely provide the broadest claims 

for an invention. Because of the critical importance of claims, the patent agent should 

carefully revisit them after drafting the specification. This is because after writing the 

specification, the patent agent will likely come to an even better understanding of the 

invention. For example, he will now be in a better position to spot extraneous limitations 

in the claims that could prevent obtaining the broadest possible claim coverage. 

Similarly, after preparing the specification the patent agent may now see that the claims 

do not describe the invention as accurately as they could. 

Once the claims are completed the patent agent needs to check the drawings and 

specification to verify that the claim terms have been appropriately described and 

disclosed. 

2) Detailed description (or specification) 

The detailed description section, sometimes known as the “preferred embodiment of 

invention” section or the “disclosed embodiment of the invention” section breathes life 

into the claims and provides a sufficient explanation of the invention for an ordinary 

person skilled in the art to make and understand the invention. In some jurisdictions the 

term “specification” is also used to refer to the description in addition to the summary 

and background sections of the application; suffice to say that “detailed description” 

and “specification” are generally the same for purposes of patent drafting. 

The detailed description section must be closely tied to the drawings. This section cannot 

be substantively amended once the application has been filed. Consequently, the patent 

agent must make sure that the detailed description section provides an appropriate degree 

of technical disclosure on the day that the application is filed as he won’t have a second 

chance to alter this part of the application. The patent agent cannot amend his application 

to include new technical disclosure during prosecution. 

If the patent agent uses a highly abstract term in the claims he should consider using the 

term in the detailed description section, but in a manner that ties the abstract term to a 

specific embodiment of the invention. Thus, a patent agent should take care that the 

patent application 

i. reflects the disclosure material provided by the inventors, 

ii. provides sufficient information to enable an ordinary artisan to 

reproduce the invention and 

iii. provides sufficient depth so that the claims can be narrowed during 

patent prosecution to avoid close prior art. 

In drafting the specification, the patent agent should avoid using phrases such as “the 



26 

 

invention is…” The patent agent should instead use phrases like “in an embodiment of 

the invention”. This will ensure that patent claims receive the broadest interpretation 

possible. Without limiting words to the contrary, the detailed description section is 

generally presumed to disclose “an embodiment” of the invention rather than the 

invention itself. However, if the patent agent forecloses this broader reading, the scope of 

the claimed invention may be similarly narrowed.         A patent specification filed in the 

US, for example, must satisfy the three requirements of enablement, written description 

and best mode. Most of the world’s patent laws have requirements identical or very 

similar to the enablement and written description requirements. In drafting the detailed 

description section, the patent agent will generally want to err on the side of inclusion for 

the reasons described above. The patent agent will also want to consider the “best 

mode” requirement that arises in jurisdictions such as the US and India. The patent 

application must disclose the best mode of carrying out the invention known to the 

inventors. Basically, the patent application cannot conceal the optimum aspects of the 

invention from someone who tries to make and use the invention described in the patent. 

The “enablement” requirement means that a patent application must teach ordinary 

persons skilled in the art how to make and use the invention. Enablement is usually 

viewed as of the filing date of the patent application. A patent application that is not 

enabled as of its filing date cannot become enabled by later technical innovations. 

Patent specifications filed with the EPO preferably follow a “problem-solution” 

approach. Thus, the story told by the application is one of outlining a problem first and 

then describing its solution. Some patent agents find the problem-solution approach easy 

to follow in crafting their applications and this technique should be suitable for 

applications filed in most jurisdictions. However, the patent agent should exercise 

caution as to how the problem is described. The critical aspect of some inventions is a 

recognition, characterization or re- characterization of a problem, e.g. once the inventor 

has uniquely formulated the problem, the solution follows fairly easily thereafter. Thus, 

if the patent agent describes the problem in a manner suggesting that a perfect 

understanding of the problem was well known in the prior art (when it was not), the 

patent agent may have inadvertently complicated obtaining patent protection for the 

client’s invention. Aside from this caution, the problem-solution approach may work 

quite well for many applications, especially those filed with the EPO. 

The patent agent must always research and review the law and relevant rules pertaining 

to the country where he is seeking patent protection for his client. Many patent laws and 

rules are available online. 
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3) Drawings 

The patent agent must prepare good visual supporting materials that describe the 

invention. In fact, many patent agents would argue that the drawings are the most 

important part of the patent application after the claims. Some patent laws require that 

every claimed element be shown in a drawing. Where possible, the drawings should 

explain the invention in sufficient detail that reading the detailed description section 

merely confirms in words the information provided in the drawings. This will not be 

possible with all inventions. In preparing the drawings the patent agent should think of 

the story he wants to tell and how he wants to tell it. The patent agent should also think 

about the level of detail necessary to provide an enabling disclosure. 

Conversely, the patent agent should avoid providing too much detail in the drawings – 

unless the accompanying explanation in the detailed description section explains that the 

additional detail pertains to but one specific embodiment of the invention. Otherwise, 

someone may later argue (maybe during litigation) that the additional detail is necessary 

for the invention. This becomes especially true in many countries if the patent agent also 

uses a means-plus-function claim, since defendants in a later patent infringement case 

will argue that all the unnecessary details disclosed in the drawings are necessary 

structures for performing the recited function. The elements shown in a patent’s drawings 

are typically accompanied by a short description in words and a reference number. 

The patent application itself should contain a list of the drawings between the summary 

of the invention section and the detailed description section. The drawing section should 

begin with a statement indicating that the drawings are illustrative of one or more 

embodiments of the invention (and not illustrative of THE invention). 

The patent agent should make sure that his drawings are complete and omit no critical 

details. If the patent agent has a drawing that depicts a process flow, for example, then he 

should ensure that arrowheads are appropriately depicted. The patent agent may provide 

sufficient written explanation in the detailed description section to overcome the 

deficiencies in his drawings – but the patent agent should not rely upon having a more 

detailed description section that compensates for the short comings of his drawings. 

4) Background 

The use of background sections varies among the world’s patent regimes. In some patent 

systems the background section serves to disclose to the public the closest prior art 

applied against the patent application during examination. This is the situation in most 

European systems. 

In some countries such as the US, the prior art submitted by the patent applicant, as well 

as the prior art found by the examiner, is printed on the cover of the patent itself. 
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Consequently, patent background sections in many countries suggest caution. Many 

practitioners attempt to draft the shortest possible background sections out of fear that 

they will inadvertently and unintentionally deprive their client of the full scope of patent 

protection by saying too much about the prior art. 

The background section is typically considered prior art disclosed by the inventor. 

Consequently, if the applicant’s own inventive disclosure ends up in the background 

section, the patent examiner may cite this section in the rejection of the applicant’s claims. 

Some patent offices take a fairly hard line about inventive disclosures in background 

sections, which is one of the reasons why patent agents should draft them carefully. If 

the patent is ever involved in litigation, they will probably come under even greater 

scrutiny than they did during initial prosecution. 

A final caution about background sections is that sometimes the invention itself is 

inextricably linked with a “new understanding” of the prior art. If this new 

understanding is described in the background section, possibly the most novel part of the 

invention has been described there, although it is not the place where the inventor’s 

novelty should ever be described. 

Consequently, a good background section should be fairly short and merely set the stage 

for the technical disclosure to be provided in the detailed description section. The 

background section could describe the prior art at a very high level. In some jurisdictions 

it is not generally helpful to mention specific prior art. 

The background section may conclude with a short, crisp statement about the 

shortcomings of the prior art but this must be written in a manner that does not disclose 

the solution to be described later in the application. Some older patent applications 

include “objects of the invention” paragraphs in either the background or summary 

sections. Avoid these unless they are required by law in the jurisdictions where you file 

your applications. The danger is that these statements have a tendency to limit the 

invention. 

Another danger is that these statements have a tendency to provide “fraud” arguments. In 

some countries the findings from various patent cases over the past 10-15 years have 

caused patent agents to stop drafting such “objects” statements for nearly all 

applications filed in their jurisdictions. 

A patent agent should probably not write the background section first. There is a 

temptation to write this section before anything else. After all, it comes first. However, if 

the patent agent writes the background section first, there is a danger that he will spend 

too much time on it and the section will end up being far too long and detailed especially 

since it is one of the least important parts of the application. One should wait until after 
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drafting the detailed description section before drafting the background section. 

5) Abstract 

The patent abstract should describe the invention very clearly in the fewest possible words. 

The patent agent could use a version of the first paragraph of the summary of the invention 

section as the abstract. In many of the world’s patent systems, abstracts are reviewed only for 

their adherence to certain maximum length requirements and receive little/no substantive 

review. For the most part, courts will rarely look to the abstract for an explanation of the 

invention. Of course, this is not to suggest that the abstract should be misleading or poorly 

written. 

The danger with abstracts is that they may disclose some patentable feature of the invention 

not also found in the specification. This is a common mistake with new patent agents who 

tend to draft abstracts early on and not review them again once the patent application has been 

completed. When reading an abstract that he has drafted, the patent agent should always ask 

himself: “Is all this disclosed in the specification?” If the answer is not strongly “yes”, then 

the patent agent should either add to the specification or modify the abstract. 

6) Summary 

Not all jurisdictions require a summary of the invention section. However, such sections 

are customarily prepared in many jurisdictions even when not strictly required by national 

law. The patent agent may find himself reviewing summary sections drafted by foreign 

patent agents working on his client’s foreign counterpart patent applications. 

Consequently, the patent agent should understand the precise requirements and customary 

practice regarding a summary of the invention sections in the jurisdictions of interest to 

his clients. 

Patent agents often make terrible mistakes in drafting summary sections because they are 

lured into a false sense of the section’s importance by virtue of its title. In reality, this is 

not typically an important section of the application and many errors can be avoided by 

simply writing the summary section from the claims. In fact, some patent agents prepare 

the summary of the invention section by taking each of the independent claims in the 

patent application and turning them into paragraphs. This approach also has as an 

advantage that the precise words used in the claims will be guaranteed to be in the 

specification. Many patent agents simply draft the summary of the invention section in a 

manner that highlights the important aspects of the invention using words drawn from 

the application’s claims. 

           The summary of the invention section should be one of the last parts of the patent 

            application that the patent agent writes. There is a temptation to draft the summary early 

             on – it comes near the beginning of the application - and the patent agent can test himself 
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on his knowledge of the invention. But he should avoid these temptations and delay writing the 

summary section until after he has completed the detailed description. 

     In preparing the summary of the invention sections, avoid providing some sort of “big picture” 

    summary that goes beyond the claims in any manner. The dangers of providing such a summary are 

    many. First, a broad “meta” summary will invariably suggest additional prior art that can be 

    applied against the invention. By explicitly linking the invention in writing to a broader subject it 

    will be difficult, if not impossible, to argue later during prosecution that the prior art does not 

    apply. 

Second, a broad, big picture summary often includes in some seemingly minor or insignificant 

way, another concept that is otherwise not well explained in the application. This provides 

arguments for someone to use against the patent especially during litigation,  that the inventor did 

not provide a complete disclosure because the “summary” mentioned topics not otherwise 

disclosed in the application. Third, a broad “meta” summary vaguely suggests that the claims are 

not at the fullest scope of the invention. The client may not be pleased if his patent agent has not 

sought to protect the full scope of the inventive disclosure. 

A patent agent will want to consider the patent application’s Title fairly early. This title should  

broadly describe the invention. However, titles are not generally examined. Occasionally a patent 

examiner will decide that a title is not descriptive of the invention. It is best to avoid being overly 

narrow in the invention’s title, although the title should sufficiently indicate the subject matter of  

the invention. 

 
The patent application itself should also include all priority information, such as the 

identification of related applications. In the US, for example, priority information should be 

provided as the first sentence in the application. The patent agent may have other forms to 

complete that also provide the inventor’s name and priority information but there is more 

certainty when this information is also included as part of the application itself. 

 
Always remember who the audience will be for the patent application. The key audiences include 

patent examiners and judges. Of course, the patent agent’s client and the inventor are also 

audiences; the patent agent must make sure the inventor understands his own patent application. 

Other potential audiences include competitors, infringers and investors. Many investors will 

often scrutinize a technology company’s patent portfolio carefully before making an investment. 

A typical patent application has the following sections: 

1) Title of invention 

2) Cross‐reference to related applications (if any); 

3) Statement regarding sponsored research or development (if any); 
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4) Reference to a Sequence Listing or Biological Deposits (if any); 

5) Background of the invention; 

6) Brief summary of the invention; 

7) Brief description of the drawing (if any); 

8) Detailed description of the invention; 

9) Claims; 

10) Drawings; and 

11) Abstract. 

************* 
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CHAPTER V 

DRAFTING OF CLAIMS 
 

I. Patent Claims 

The claims mark the boundaries of the protection provided by a patent, just as a physical boundary 

such as a fence, marks the limits of a parcel of real property. Thus, the claims are a written 

approximation of the abstract inventive concept created by the inventor. The claims define the 

scope of protection provided by a patent. While jurisdictions around the world may apply differing 

legal doctrines for claim interpretation, in the most prevalent theory the claims set forth the outer 

limits of patent protection. The claims clearly and concisely tell the world what the patent 

applicant claims to be his invention. 

 
The patent agent needs to understand the differences between three legal constructs related to patents: 

1) Inventions 

A mental construct inside the mind of the inventor and has no physical substance. 

2) Embodiments 

A physical form of the invention in the real world. 

3) Claims 

Must protect at least an “embodiment” of the invention - but the best patent claims will 

protect the “invention” itself so that no physical embodiments of the invention can be 

made, used or sold by anyone without infringing the claims. 

 
Early patents did not have claims and the scope of the patented invention was determined in 

court proceedings during patent infringement litigation by reviewing the specification filed by 

the inventor. Not surprisingly, this process eventually became unworkable and the process of 

patent claiming was born as a means for providing greater notice of the boundaries of the patent. 

Additionally, in a substantive examination patent system the claims are reviewed by a patent 

examiner, which provides the courts and the public with some assurance that a typical patent 

claim does not exceed the maximum scope of protection the inventor should receive. Thus, the 

claims were originally based on the concept that they were to serve as a guideline to explain what 

the inventor perceived as his invention at the time he made his invention and filed his patent 

application. Today, the claims define the protection given by a patent and lie at the heart of any 

invention. In fact, claims are typically the first portion of the patent application examined and 

scrutinized by a patent examiner or anyone studying the patent. 
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The patent agent will generally strive for a broad set of claims that cover various aspects of the 

invention at various levels of detail. The patent agent will probably not want all the claims to 

meet the apparent theoretical maximum of protection since subsequent litigation will likely raise 

invalidity arguments not contemplated by the patent examiner. Thus, the patent agent will want 

to draft some narrower claims in the event that the broadest claims are invalidated. A narrower 

set of claims will often be upheld as valid during litigation but will still be “broad enough” to 

prove infringement against the patent infringer. 

 
Once the claims have been drafted and the specification has been written, the patent agent must 

re-read the specification and claims to ensure that every single claim has adequate support in the 

specification. The choice of words and terminology used in claims should be traced back to the 

specification to ensure that the specification and claims are consistent, and that the same 

terminology is used throughout. A claim that is not supported by the specification can easily be 

thrown out for lack of support. 

 
Patent claims may be amended during patent prosecution. Some jurisdictions place limits on the 

degree to which claims may be amended and/or canceled and replaced with new claims. 

Nevertheless, the patent agent will typically have some flexibility in adjusting the pending claims 

to avoid newly- discovered prior art or to satisfy other legal requirements. Similarly, hindsight 

may sometimes suggest to a client and/or the patent agent that the initially-filed claims could 

have been more broadly recited. Accordingly, the patent agent may also amend the claims to 

give them greater breadth. 

 
While jurisdictions may differ over format and interpretation issues regarding patent claims, the 

theory of what a good patent claim should accomplish is essentially the same worldwide. For 

instance, the following advice originated largely from claims construction guidelines provided by 

the EPO: The application must contain “one or more claims”. These claims must: 

1) “define the matter for which protection is sought”; 

2) “be clear and concise”; and 

3) “be supported by the description”. 

 
 

Since the extent of the protection conferred by a patent is determined by the terms recited in the 

claims (interpreted with the help of the description and the drawings), clarity of the claims is of 

the utmost importance. The EPO recommends that claims be drafted in terms of the “technical 

features of the invention”. This advice means that claims should not contain statements relating, 

for example, to commercial advantages or other non-technical matters although statements of 
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purpose are allowed when they assist in defining the invention. This is sound advice for claims 

drafters in any jurisdiction. 

 

II. Unity of Invention 

A patent application must typically relate to one invention only or to a group of inventions so 

linked as to form a single general inventive concept. The second of these alternatives, i.e. the 

single-concept linked group may give rise to a plurality of independent claims in the same 

category although the more usual case is a plurality of independent claims in different categories. 

 
If a patent examiner determines that the claims in a patent application lack unity of invention, the 

patent agent will typically be required to elect certain claims and cancel or remove the non-

elected claims. However, the patent agent will typically be allowed to file another patent 

application with the unelected claims from the first application. The rule for unity of invention is 

essentially a fee-regulation mechanism that prevents patent offices from having to examine a 

plethora of separate inventions for an applicant who has only paid for examination of a single 

invention. As such, the finding of a lack of unity of invention is not typically a fatal flaw for a 

patent application, although it may incur additional fees for the client as well as additional delay. 

In some jurisdictions such as the EPO, a lack of unity may be directly evident a priori, i.e., 

before considering the claims in relation to the prior art, or may only become apparent posteriori, 

i.e. after taking the prior art into consideration - e.g. a document within the state of the art shows 

that there is lack of novelty or inventive step in an independent claim, thus leaving two or more 

dependent claims without a common inventive concept. 

 
The phrase “restriction requirement”, which is US terminology related to a finding of lack of 

unity. The patent agent should bear in mind that the absence of unity of invention is not a fatal 

flaw; it is simply a mechanism that allows the government to collect additional fees. The patent 

agent will typically file a divisional application with the claims that have been restricted out of the 

application due to lack of unity of invention. 

 

III. Claim Format 

A patent claim is traditionally written as a single sentence in most jurisdictions. Each of these 

“sentences” is preceded by a number that becomes the claim’s identifier, e.g. “Claim 1”. 

Although a patent claim is a single sentence, it is a heavily punctuated single sentence. The 

patent claims typically appear in a separate section towards the end of the application and the 

issued patent. 
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I claim: 

 
 

1. [An apparatus], [consisting of]: 

[a pencil; 

an eraser attached to the pencil; and 

a light attached to the pencil]. 

 
[Preamble] [Transition Phrase] [Body] 

 
A patent claim has three parts: 

1) The Preamble 

A preamble is an introductory phrase that identifies the category of the invention 

protected by that claim. For example, the invention may be an apparatus, article, 

composition, method or process. It is a good idea to keep the preamble consistent with 

the title of the invention. The claim can also recite an object of the invention in the 

preamble, but for the same reasons noted in the specification writing section the patent 

agent must use caution to avoid accidentally limiting the scope of the invention. 

2) The Transitional Phrase 

There are two types of transitional phrases: 

i. open-ended and 

ii. closed phrases. 

Open-ended phrases do not exclude any additional, unrecited elements or method steps. 

In other words, open-ended phrases are inclusive, not exclusive. In the US for example, 

open- ended phrases include the terms “comprising”, “including”, “containing”, and 

“characterized by”. These terms have been construed or interpreted to mean “including 

the following elements but not excluding others”. The words “comprising” and 

“including” are the most commonly used transitional phrases in most jurisdictions. 

3) The Body 

The body of the claim recites the elements and limitations of the claim. The body also 

explains how the different elements exist in relationship to one another. Basically, the 

body of the claim recites and inter-relates all the elements of the claim. 
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I claim: 

 

1. An apparatus, comprising: 

a plurality of printed pages; 

a binding configured to hold the printed pages 

together; and a cover attached to the binding. 

 

 
 

1.Preamble, Transition Phrase: 

Element (#1); 

Element (#2); and 

Element (#3). 

IV. Claim Punctuations 

To the novice, it might seem illogical, confusing or perhaps even insulting to discuss something as 

basic as how a patent claim is to be punctuated. Many topics related to patent claims are certainly 

much more exciting than punctuation. However, nearly every patent office sets forth strict 

requirements for how patent claims are punctuated and will not grant a patent application 

unless/until these seemingly arbitrary rules are followed to the letter. Thus, if the patent agent 

solely focuses on matters such as attuning his patent claims to the client’s business needs, while 

not understanding proper patent claim format, he will find that his otherwise well-crafted patent 

claims will never be issued by any patent office anywhere in the world. 

A comma typically separates the preamble from the transitional phrase and a colon typically 

separates the transition from the body. The body itself is typically broken into small paragraphs 

that define the logical elements of the claim. Many jurisdictions do not have specific laws 

requiring such punctuation but the patent agent should strive to make sure that the claim will be 

interpreted as he intends. Similarly, in many jurisdictions a claim “element” might not have a 

precise and/or legal meaning, with all the words of a claim simply being “limitations” to the 

claim. That said, the patent agent must write the claim in a manner that does not complicate 

claim interpretation by the patent examiner and later by courts and potential licensees. Thus, the 

“elements” of a claim are typically separated by semi-colons and the penultimate element ends 

with “; and”. 

 

 

V. Claim Sets 

A set of claims in a patent specification will normally include one or more independent (or main) 

claims and a number of dependent or subsidiary claims (or sub claims) which depend on one or 

more preceding independent claim(s). All patent applications must contain at least one 

“independent” claim directed to the essential features of the invention, i.e. those features 

necessary to satisfy the legal requirements of novelty and inventive step. Each independent claim 

may be followed by one or more dependent claims concerning more specific embodiments of the 

invention recited in the independent claim. Any claim relating to a particular embodiment 
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includes also the essential features of the invention recited in 

the corresponding independent claim. 

 
 

Any claim which refers to another claim will include all features of the other claim, even if they 

are not explicitly recited. Claims containing references to other claims are called “dependent 

claims.” Since a dependent claim does not by itself define all the characterizing features of the 

subject-matter which it claims, expressions such as “characterized in that” or “characterized 

by” are not necessary in such a claim but are nevertheless permissible. A claim defining further 

particulars of an invention may include all the features of another dependent claim and should 

then refer back to that claim. Also, in some cases a dependent claim may define a particular 

feature or features which may appropriately be added to more than one previous claim 

(independent or dependent). It follows that there are several possibilities: a dependent claim may 

refer back to one or more independent claims, to one or more dependent claims or to both 

independent and dependent claims. 

 

Independent Claims 

The independent claims in a patent represent the broadest claims. Some independent claims are 

broader than other independent claims but a given independent claim is always broader than any 

claim that depends on it. An independent claim is a claim that stands alone and does not need a 

limitation from another claim in order to be complete. Each claim set begins with an independent 

claim. A patent application may have more than one independent claim. For instance, sometimes 

a single invention might encompass several different inventive concepts, in which case it may not 

be possible to have one broad claim that covers all the different inventive concepts. In general, it 

is wise to have several independent claims, each of which separately covers a different inventive 

concept. Some jurisdictions such as the EPO may prefer that the number of independent claims be 

limited to one independent claim in each category. 

 
Many patent agents find that claim limiting rules are not particularly well enforced and/or that 

exceptions are easy to find. As a general rule, among the world’s three large patent offices, US 

patents tend to have the most claims; Japanese patents tend to have the fewest claims and the 

EPO tends to be in the middle. As with all patent matters, the patent agent should strive to make 

sure that his client has been accorded the appropriate number of claims for his invention. 

Experience will teach one the moment when adding more claims reaches the point of 

diminishing returns in terms of the additional cost in excess claim fees, annuity fees, etc. 

 
An independent claim should typically specify the essential features needed to define the 
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invention except insofar as such features are implied by the generic terms used. If a claim is to a 

process for producing the product of the invention, the process as claimed should be one which, 

when carried out in a manner which would seem reasonable to a person skilled in the art, 

necessarily has as its end result that particular product. 

 
Dependent Claims 

A dependent claim is one that depends from another claim – either an independent claim or 

another dependent claim. Such dependencies are signaled by the identification of parent claim. 

For example: “2. The apparatus of Claim 1, further comprising…” indicates that Claim 2 is 

dependent from Claim 

1. The format of a dependent claim really provides little more than a time and money-saving 

mechanism. By reciting another claim, the dependent claim is saying that it includes everything 

from the parent claim plus whatever is newly-recited in the dependent claim itself. Dependent 

claims tend to be considerably shorter than independent claims and patent novices sometimes 

mistakenly believe that dependent claims are broader than independent claims when the complete 

opposite is correct. Dependent claims are always narrower than the claim from which they 

depend. A dependent claim can only add elements or limitations to the claim to which it refers. It 

cannot subtract any elements or limitations from the same. 

 
Dependent claims should be grouped together in the most appropriate way possible. The 

arrangement must, therefore, be one which enables the association of related claims to be readily 

determined and their meaning in association to be readily construed. In no way can a dependent 

claim extend the scope of protection of the invention defined in the corresponding independent 

claim. 

 
A patent examiner will sometimes allow a dependent claim over the prior art and merely object 

that the claim depends from a rejected independent claim. This means that the patent applicant 

can obtain a patent by simply canceling the rejected independent claim (and any other intervening 

dependent claims) and add the cancelled limitations to the allowable dependent claim. The patent 

agent can also amend the other claims in the application to depend from the newly independent 

(formerly dependent) claim. Of course, a patent agent and his client may decide not to accept the 

allowance of the dependent claim and continue to fight for the patentability of the parent claim. 

 
Multiple Dependent Claims 

Multiple dependent claims provide another format for dependent claims. The preamble of a 

multiple dependent claim refers to more than one claim in the alternative. For example, a 
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preamble of a multiple dependent claim might read “the apparatus of Claim 1 or Claim 2” or 

“the apparatus of one of Claims 1 and 2”. Here, Claims 1 and 2 are referred to in the alternative – 

meaning the claim depends on Claim 1 or Claim 2 but not both. Like dependent claims, the body 

of a multiple dependent claim must narrow the claim from which it depends. In some 

jurisdictions multiple dependent claims may not depend on another multiple dependent claim. 

Like many aspects of patent practice, different jurisdictions may have different formatting 

requirements for multiple dependent claims and the patent agent must make his claims conform 

to the precise requirements for the jurisdictions of interest to his client. 

 
Omnibus Claims 

An omnibus claim is a claim which refers to the description and/or drawings as the subject 

matter of the claim (Omnibus is a Latin word meaning „For all, for everyone‟). Omnibus claims 

limit the claim scope to only what the applicant actually disclosed. Despite of this however, there 

have been cases where the omnibus claim was the only claim left at the end of validity 

challenges and sometimes the sole remaining claim upon which to base an infringement action. 

Therefore for patent applications that are not very strong, omnibus claims can play an integral 

role to serve the purpose of filing the patent application and forms the sole basis of protection of 

claimed novelty. A key difference between omnibus claims and independent/dependent claims is 

that while non-omnibus claims draw boundaries of what is being claimed as the novelty and 

dependent features of novelty, omnibus claims expand those boundaries to include the parts of 

the invention mentioned in the specification and drawings but not expressly mentioned in the 

claims. This is why an omnibus claim is usually added as the last claim in order to include the 

drawings and description within the scope of the claims and ensuring that no aspect of the 

invention has been missed out. Hence, inclusion of omnibus claims is recommended in 

jurisdictions where applicable, for the sake of protecting whatever is disclosed in the drawings 

and specification apart from the claim. 

 
Omnibus claims can be narrowly or broadly drafted based on the patent application and scope of 

coverage, and can also include both narrow and broad omnibus claims. The narrow omnibus 

claims are intentionally limited in scope. 
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I claim: 

 
 

1. An apparatus, comprising: a pencil and a light attached to the pencil. 

2. The apparatus of Claim 1, wherein the light is detachably attached to the pencil. 

3. A pencil as recited in Claims 1 or 2, further comprising an eraser. 

4. An apparatus, substantially as herein described. 

 
Claim1: Independent 

Claim 2: Dependent (on Claim 1) 

Claim 3: Multiple Dependent (on Claim 1 & 2) 

Claim 4: Omnibus 

 

 

 

 

VI. Two-part claim or Improvement Claims 

In a two-part claim (also known as an Improvement Claim or a Jepson Claim), the preamble of the 

claim sets out the most relevant known prior art, and the body characterizes the improvement of 

the invention. The preamble and body are connected by a specific transitional phrase that signals 

the claim is a two- part claim or Jepson claim. Thus, two-part claims still have a preamble, a 

transition and a body, but with a two-part claim, the preamble is the statement of the prior art, the 

transition is a phrase such as “characterized by”, and the body provides the novelty. 

 
In Europe, for example, the preamble is followed by the transition “characterized in that” or 

“characterized by”. In the US the preamble is typically followed by the transition “wherein the 

improvement comprises…” The preamble should typically reference only a single piece of prior 

art since the preamble is considered an implied admission that it is prior art. 

 

Some jurisdictions such as the EPO have a preference for two-part claims. The EPO advises that 

applicants should follow the two-part formulation in claims where, for example, it is clear that 

the invention resides in a distinct improvement in an old combination of parts or steps. As with 

many rules created for bureaucratic efficiency this “preference” is somewhat flexible in actual 

practice. Thus, patent agents need to consider whether conformity with the two-part preference is 

in their client’s best interest given that it requires an explicit admission that certain parts of the 

claims are definitely in the prior art. Some patent agents may wish to recite their claims initially 

in a conventional form and then see if (and/or how determined) the examiner is in requiring the 
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I claim: 

 
 

1. A pencil having an eraser, wherein the improvement comprises a light attached to the pencil. 

 
 

In this claim, a pencil having an eraser is the relevant known prior art 

and the claimed improvement is the attached light. 

two-part form. On other occasions, the client may be best served by drafting claims in the two-

part format from the beginning, given the nature of the invention and the prior art. 

 
While expressing a preference for two-part claims the EPO concedes that such claims are 

inappropriate in some circumstances. Thus, the nature of an invention may be such that this form 

of claim is unsuitable, e.g. because it would give a distorted or misleading picture of the invention 

or the prior art. 

 

 
Examples of the kind of invention which may require a different presentation are: 

1) the combination of known integers of equal status, the inventive step lying solely in the 

combination; 

2) the modification of, as distinct from addition to, a known chemical process e.g. by 

omitting one substance or substituting one substance for another; and 

3) a complex system of functionally inter-related parts, the inventive step concerning 

changes in several of these or in their inter-relationships. 

 

VII. Means-plus-function Claims 

Means-plus-function claims recite elements that do not have specifically-defined structures but 

instead recite functions performed by structures disclosed in the specification. The interpretation 

of means- plus-function claims varies from jurisdiction to jurisdiction and even varies within 

jurisdictions over time. For example, a given jurisdiction may interpret a means-plus-function 

claim as the means disclosed in the patent’s specification for performing the recited function 

plus the reasonable equivalents of those means. Means-plus-function claims could receive either 

a broad or narrow interpretation in a given jurisdiction since the claims do not specifically define 

the structure. Litigants in patent infringement cases sometimes expend considerable energy 

arguing over whether or not an asserted claim even is a means-plus-function claim. The format 

of a classic means-plus-function claim is the word “means” followed by a function. 
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I claim: 

 
1. An apparatus for cooking rice, 

comprising a means for 

holding rice, and 

a heater configured to heat the rice holding means. 

 
 

Instead of restricting a rice holding structure by name (like a bowl) – a device is 

referenced that performs the function of holding rice. Thus specific name is avoided 

but only function it performs is recited; although the invention is for a rice cooker. 

Not all the elements in a means-plus-function claim need to be means elements. In other words, 

each element of a claim can receive different treatment. Assume, for example, that a claim 

recites three elements, two in means-plus-function format and one that recites a structural 

element. The structural element will typically be construed according to its ordinary meaning in 

the art. Each of the two means- plus-function elements will be construed by first determining the 

recited function and then respectively determining the structure disclosed in the specification for 

performing the function. 

 

 
Means-plus-function claims are helpful in jurisdictions where such claims receive broader 

interpretation than claims that specifically recite a structural element. Means-plus-function claims 

are even helpful in jurisdictions that do not necessarily afford a broad interpretation to means-

plus-function claims but nevertheless interpret such claims differently from claims where the 

structural limitations are affirmatively recited. The “difference”, whatever it might be, allows for a 

more complete range of claim coverage – assuming the patentee includes both types of claims in 

his application. Also, claims interpretation by courts has a tendency to change over time. 

 

VIII.  Markush Claims 

A Markush claim is a claim that defines multiple “functionally equivalent” alternative entities 

for one or more of the features of the invention. This type of claim is mainly encountered in the 

chemistry field. Generally, there will be a consistent core structure that provides the activity of a 

compound. However even relatively straightforward Markush structures might comprise several 

thousand compounds, while more complex structures have been estimated to include in the order 

of 10
61

 compounds (The number of actual known compounds number in the order of 10
7
). 

 
Where a single claim defines (chemical or non-chemical) alternatives, i.e. a so-called “Markush 
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grouping”, unity of invention should be considered to be present if the alternatives are of a 

similar nature. When the Markush grouping is for alternatives of chemical compounds, they should 

be regarded as being of a similar nature where: 

1) all alternatives have a common property or activity, and 

2) a common structure is present, i.e. a significant structural element is shared by all of the 

alternatives, 

3) or all alternatives belong to a recognized class of chemical compounds in the art to 

which the invention pertains. 

 
A “significant structural element is shared by all the alternatives” where the compounds share a 

common chemical structure which occupies a large portion of their structures or, in case the 

compounds only have in common a small portion of their structures, the commonly-shared 

structure constitutes a structurally distinctive portion in view of existing prior art. The structural 

element may be a single component or a combination of individual components linked together. 

The alternatives belong to a “recognized class of chemical compounds” if there is an expectation 

from the knowledge in the art that members of the class will behave in the same way in the 

context of the claimed invention, i.e. that each member could be substituted one for the other with 

the expectation that the same intended result would be achieved. If it can be shown that at least 

one Markush alternative is not novel, unity of invention should be reconsidered. However, it 

should be noted that the mere existence of compound(s) falling within the scope of a claim is not 

unusual and will rarely result in an objection of lack of unity. This may be an over-technical 

approach which at its most extreme would result in an objection of lack of unity. When in such 

cases, a novelty objection will be taken that will generally result in the applicant amending the 

claim to remove the prior art compound(s). The Examiner should take a broad consideration of 

the relationship between the alternatives. In these situations the issue may be closely linked to 

inventive step. 

 
The key consideration for unity is whether there is a common or corresponding special technical 

feature between alternatives. In the case of a Markush structure this requirement is met when the 

alternatives (that is the compounds defined by the claim) are of a similar nature. 

 
In chemical cases, a claim directed to a genus expressed as a group consisting of certain 

specified materials is allowable, provided it is clear from the known nature of the alternative 

materials or from the prior art that the materials in the group possess at least one property in 

common which is mainly responsible for their function in the claimed relationship. Therefore, a 

Markush claim will generally be construed with a generic expression covering a group of two or 
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more different materials (elements, radicals, compounds). 

 

 

 

IX. Swiss-type Claims 

In Europe, a Swiss-type claim or "Swiss type of use claim" is a formerly used claim format 

intended to cover the first, second or subsequent medical use (or indication of efficacy) of a 

known substance or composition, as it was a decision of the Swiss Federal Intellectual Property 

Office in 1984 that first allowed patents with this type of claims.. A Swiss claim is directed at  

the  manufacture  of  the  known substance, ensuring that the invention is not excluded on the 

basis that it is a method of medical treatment. The novelty of a Swiss claim arises from the new 

therapeutic application (the drug and first medical use always being known), with the result that 

the focus of the patent shifts so that novelty of the invention is not in the way the substance is 

used, nor in relation to the substance itself. In certain countries, including New Zealand,
[46]

 the 

Philippines,
[47]

 and Canada, methods of medical treatment are not patentable either. however 

"Swiss-type claims" are allowed. 

 
Swiss-type claims usually define a second medical use with the wording “use of substance X for 

the preparation of a medicament (or pharmaceutical composition) for treating indication Y” – 

have since been superseded by revised legislation in the EPC 2000 which permits second 

medical uses to be protected by the wording “product X for treating indication Y”. The biggest 

difference is that a Swiss- type claim is a process, and the other is a product claim, the 

infringement of which are covered by different subsections of the UK Patents Act 1977. However, 

many patents containing Swiss-type claims are still in force, and as the scope of these claims 

differs from the new EPC 2000 type second medical use claims, the recent judgements could 

have a far reaching impact for years to come. 
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I claim: 

 
 

1. A device, comprising: 

a pencil; and 

a light attached to the pencil. 

2. The device recited in claim 1 wherein the light is detachably attached to the pencil. 

3. The device recited in claim 2 wherein the pencil is red in color. 

 
 

In Claim 1, “pencil” is introduced for the first time by referring to it as “a pencil”. In the same 

claim, light is also introduced for the first time as “a light”. However, when one wants to specify that 

the light was attached to the pencil, pencil is referred as “the pencil”. The use of the word 

“the” signaled that the pencil was the one that had previously defined in the claim. Otherwise, 

there would be ambiguity as to whether it was the same pencil or another pencil. The words 

“the” and “said” are interchangeable in claims drafting. 

Similarly, for Claims 2 & 3. 

 
 
 

X. Proper Antecedent Basis 

The elements in a patent claim must have the correct antecedent basis. This means that the first 

time an element is introduced, the indefinite article “a” or “an” should be used. Later when 

referring back to previously introduced elements, the definite article “the” or “said” should be 

used. Proper antecedent basis is not just a good idea - it is the law. In each new claim set the 

antecedent basis must be re- established. In essence, each independent claim needs to be drafted 

independently and with proper antecedent basis. 

 
 

 

 

XI. Reference Numerals 

In some jurisdictions, claims are encouraged and/or required to recite the reference numerals 

associated with particular elements in the patent application’s drawings. Thus, if Figure 1 of the 

patent shows a computer memory and this computer memory is labeled “123”, for example, if 

I claim: 

 
 

1. The use of compound mefloquine in the manufacture of a treatment for malaria. 
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I claim: 

 
 

1. An apparatus, comprising: 

a plurality of printed pages (11); 

a binding (14) configured to hold the printed pages (11) together; and 

a cover (21) attached to the binding (14). 

The numbers in parenthesis are the reference numbers from the patent application‟s drawings. 

********* 

I claim: 

 
 

1. The crystalline Form II according to any preceding claim that is characterized by a powder X- 

ray diffraction pattern substantially as shown in Figure 1. 

The crystalline Form is tagged to Figure 1 (pXRD). 

the claims recite this particular computer memory, the computer memory element will be 

followed by the reference number “123”. Thus, if the application contains drawings and the 

comprehension of the claims would be improved by establishing the connection between the 

features mentioned in the claims and the corresponding reference signs in the drawings, 

appropriate reference signs should be placed in parentheses after the features mentioned in the 

claims. If there are a large number of different embodiments, only the reference signs of the most 

important embodiments typically need be incorporated in the independent claim(s). Where 

claims are drafted in the two-part form, the reference signs should be inserted not only in the 

characterizing part but also in the preamble of the claims according to recommendations from the 

EPO. This advice may not apply to all jurisdictions. 

 

XII. Bracketed Expressions 

If text is added to reference signs in parentheses in the claims, lack of clarity can arise. 

Expressions such as “securing means (screw 13, nail 14)” or “valve assembly (valve seat 23, 

valve element 27, & valve seat 28)” may not be considered as mere reference signs but as “special 

features”. Consequently, it is unclear whether the features added to the reference signs are 

limiting or not. Accordingly, such bracketed features are not generally permissible or 

recommended. 

 
In some jurisdictions a lack of clarity can also arise with bracketed expressions that do not 

include reference signs, e.g. “(concrete) molded brick”. In contrast, bracketed expressions with a 
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I claim: 

 
 

1. A folder for keeping files, wherein the folder is configured to receive the files… 

 
 

A claim for a folder for keeping files, the wherein format is effectively employed. 

generally accepted meaning are allowable, e.g. “(meth)acrylate” which is known as an 

abbreviation for “acrylate and methacrylate”. Thus, the use of brackets in chemical or 

mathematical formulae is typically unobjectionable. 

 

XIII. Claim Phrases 

Words like “comprising” have a special meaning when applied to claims. Similarly, other words 

can have special meanings when applied to patent claims. Some words are used to further define a 

structure or provide a function associated with a given structure. Some of these words are 

“wherein”, “whereby”, and “such that”, and “so as to”. The patent agent must know how the 

courts in the jurisdictions of interest have opted to interpret these words and then he must use 

them in a manner appropriate to 

their legal interpretation. For example, a “wherein clause” is generally used to describe either a 

function, operation or result that flows from the previously-recited structure or function of the 

claim. Thus, “wherein clauses” should be used where the result necessarily follows the recited 

structure or function. 

 

 

 

 

 

XIV. Multiple Elements 

Many Patent Offices require claims to recite at least two elements. A patent claim without many 

limitations can be impossibly broad. However, in many cases the specification will define an 

element and we can also assume that element in discussion exists in the prior art. 
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I claim: 

 
 

1. A computer, comprising: 

a processor. 

2. A computer, comprising: 

a processor; 

a memory; and 

a bus configured to transmit data between the memory and the processor. 

 
 

Claim 1 does not tell much about a computer other than that it is something containing a 

processor. 

Thus, the applicant appears to be claiming anything that contains a processor 

especially if the preamble is not considered to be limiting. Such a claim is 

impossibly broad. 

 

 

 

XV. Specific Types of Claims 

For many inventions, claims in more than one category are needed for full protection. One could 

argue that there are only two basic kinds of claim: claims to a physical entity (product, apparatus) 

and claims to an activity (process, use). 

 
The first basic kind of claim (product claim) includes a substance or compositions (e.g. a 

chemical compound or a mixture of compounds) as well as any physical entity (e.g. object, 

article, apparatus, machine or system of co-operating apparatus) which is produced by a person’s 

technical skill. The second basic kind of claim (process claim) is applicable to all kinds of 

activities in which the use of some material product for effecting the process is implied; the 

activity may be exercised upon material products, upon energy, upon other processes (as in 

control processes) or upon living things. 

 
Listed below are the major specific type claims: 

 
 

1) Apparatus or Device Claims 

An apparatus or device claim protects embodiments of an invention in the form of a 

physical apparatus, system or device. When drafting an apparatus claim, the patent agent 

can begin by reciting in a preamble what the apparatus is and what it does. Next, the 



49 

 

I claim: 

 
 

1. An apparatus for supporting a camera, comprising: 

a pivotal mounting configured to hold the camera; and 

a plurality of legs arranged to support the pivotal mounting. 

 
 

The preamble recites that it is an apparatus for supporting a camera. The body of the 

claim recites that the essential elements of this apparatus are a pivotal mounting for the 

camera and legs arranged to support the pivotal mounting. 

I claim: 

 
 

1. A method for making tea, the method comprising: 

boiling water; 

adding sugar to the boiling water; 

adding tea leaves to the boiling water to form a mixture; 

adding milk to the mixture; and 

filtering the mixture. 

 
 

This claims a method or process involving the series of steps performed in the process 

of making tea are stated sequentially in the order they are performed. 

patent agent can list the essential elements of the invention. Essential elements are ones 

required for the functioning of the inventive device in its most basic form, e.g. the 

essence of the invention. The novelty of the invention lies in the essential components. 

 
 

 
 

2) Method Claims or Process Claims 

Method claims are claims that recite a sequence of steps which together complete a task 

such as making an article of some sort. However, note that in many jurisdictions the steps 

performed in a method claim are presumed to occur in any order, unless otherwise 

stated, for both prior art and infringement purposes. The patent agent will always want to 

look for words and limitations that can be removed from claims. 
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3) Product-by-Process Claims 

Claims for products defined in terms of a process of manufacture are allowable in some 

jurisdictions provided that the products as such fulfill the requirements for patentability, 

i.e. they are new and inventive. A product is not typically rendered novel merely by the 

fact that it is produced by means of a new process. A claim defining a product in terms 

of a process will be construed as a claim to the product as such in many jurisdictions. The 

claim may for instance take the form “Product X obtainable by process Y”. Irrespective 

of whether the term “obtainable”, “obtained”, “directly obtained” or an equivalent 

wording is used in the product- by-process claim, it is still directed to the product per se 

and confers absolute protection upon the product. 

In some jurisdictions such as the EPO, if the subject-matter of a patent is a process, the 

protection conferred by the patent extends to the products directly obtained by such 

process. Many jurisdictions apply similar tests for product-by-process claims as described 

above. Other jurisdictions treat product-by-process claims as method claims. 

Consequently, the patent agent should verify that a product-by-process claim is the best 

approach for protecting his client’s invention before employing this type of claim. Such 

claims may be employed as part of a mix of claim formats. 

 
 

4) Result to be Achieved & parameter Claims 

As a general rule, claims which attempt to define the invention by a result to be achieved 

will not be allowed, particularly if they only amount to claiming the underlying technical 

problem. In fact, many jurisdictions will never allow such claims under any 

circumstances. Additionally, the patent agent must strive to capture the essence of his 

client’s invention and characterizing a product by its parameters may easily lead to a 

I claim: 

 
1. A wafer for production of an LED prepared by a process comprising the steps of: 

 
(a) providing an n-GaAs single crystalline substrate; 

 
(b) contacting the substrate with a melt comprising GaAs and Si in an 

amount of from 0.1 to 0.5 wt% at a temperature of from 900 to 950EC; 

 
(c) cooling the melt while maintaining contact with the substrate at a rate 

of 5E/min to form a Si-doped GaAs epitaxial layer on the substrate 

comprising a pn junction; and 

 
(d) separating the substrate from the melt. 

 
The claim relates to an LED wafer prepared by a liquid phase epitaxy (LPE) process. 
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claim that is significantly narrower than the client’s invention. 

Some jurisdictions such as the EPO, may allow such claims if the invention can either 

only be defined in such terms or cannot otherwise be defined more precisely without 

unduly restricting the scope of the claims and if the result is one which can be directly 

and positively verified by tests or procedures adequately specified in the description or 

known to the person skilled in the art and which do not require undue experimentation. 

Similarly, where the invention relates to a product, it may be defined in a claim in various 

ways, such as a chemical product by its chemical formula, as a product of a process (if 

no clearer definition is possible) or, exceptionally, by its parameters. However, the patent 

agent is advised to use caution when drafting such claims as they may not be accepted 

and/or may be subject to later misinterpretation. 

Parameters are characteristic values which may be values of directly measurable properties 

(e.g. the melting point of a substance, the flexural strength of steel, the resistance of an 

electrical conductor) or may be defined as more or less complicated mathematical 

combinations of several variables in the form of formulae. 

 
 
 

5) Composition Claims 

Claims related to compositions are used where the invention to be claimed has to do with 

the chemical nature of the materials or components used. While drafting claims it is up to 

I claim: 

 
 

A method for treating pain in a human subject in need of acute or chronic pain relief, 

comprising the steps of: 

providing a solid oral dosage form comprising about 5 mg to about 80 mg 

oxymorphone or a pharmaceutically acceptable salt thereof in a controlled 

release delivery system with a release rate profile designed to provide an 

adequate blood plasma level over at least 12 hours to provide sustained pain 

relief over this same period, the system comprising a filler and a hydrophilic 

material, wherein oxymorphone is the sole active ingredient; and, 

administering the dosage form to the subject, wherein the oxymorphone Cmax is 

at least about 50% higher when the dosage form is administered to the subject 

under fed versus fasted conditions. 

 
This claims method for treating pain for acute or chronic pain relief using a solid 

oral dosage of oxymorphone. 
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I claim: 

 
 

1. A copper electroplating solution, comprising: 

an alkaline solution of copper sulfate, from 30-50 grams per liter; 

sulfuric acid, from 2-4 times the copper acetate solution; and 

an aqueous solution of a pH-modifying substrate in an amount sufficient to 

adjust the pH to a value of from 3.5-5.0. 

I claim: 

 
 

1. The use of recombinant insulin in the manufacture of a treatment for diabetes.. 

the patent agent to claim each of the elements as narrowly or as broadly as necessary in 

view of the prior art, the scope of the invention and other relevant factors. 

 

 
6) Use Claims 

Some jurisdictions permit claims to new uses of known substances, particularly second 

or subsequent medical uses or indications of known substances and compositions. These 

use claims are also known as Swiss-type claims since Switzerland was the first country 

to allow them. 

Use claims are not permitted in all jurisdictions. Such claims are permitted in the EPO, 

even though the EPO generally, does not allow claims directly to a method of treating 

the human body. Such claims, however, are not permitted in the US or India, for 

example. 

 
7) Biotechnology Claims 

Biotechnology in general relates to all practical uses of living organisms. Uses for 

biological/life science inventions may be either commercial or therapeutic. Thus, 

biotechnology inventions may include cDNA, recombinant DNA, DNA fragments, 

protein, monoclonal antibodies, anti-sense DNA and RNA, recombinant vectors and 

expression vectors. Where an invention involves a biological material and words alone 

cannot sufficiently describe how to make and use the invention in a reproducible manner, 

access to the biological material may be necessary for the satisfaction of the statutory 

requirements for patentability 

The Budapest Treaty on the International Recognition of the Deposit of Microorganisms 

for the Purposes of Patent Procedure was established in 1977 to facilitate the recognition 
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I claim: 

 
 

1. An isolated polynucleotide comprising a member selected from the group consisting of: 

(a) a polynucleotide encoding a polypeptide comprising amino acid 1 to amino acid 255 

as set forth in SEQ ID NO:2; and 

(b) a polynucleotide which hybridizes to and which is at least 95% complementary to 

the polynucleotide of (a). 

2. The polynucleotide of claim 1 comprising nucleotide 1 to nucleotide 1080 of SEQ ID 

NO: 1. 

*************** 

I claim: 

 
 

1. Aspergillus niger ATCC 1015. 

of deposited biological material in patent applications throughout the world. 

 

 

8) Software Clams 

Patent applications related to computer software and/or hardware devices that execute 

specialized algorithms typically include apparatus and method claims. Such applications 

also often contain some specialized claim formats for software inventions. The 

acceptable claim formats for computer software inventions may vary from country to 

country. Some acceptable formats may include computer-readable medium claims, data 

structure claims and propagated signal claims. The software arts have some other 

specialized claim types, but these are typically modifications of more basic claim types 

and best left for an advanced treatise. 
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I claim: 

1. A computer readable device storing print control instructions to be executed by a 

computer communicatively connected to at least one printer via a network, the print 

control instructions comprising at least a monitoring program, wherein: 

the monitoring program, when executed by the computer, causes the computer 

to function as: 

a monitoring module configured to monitor setting information in which 

location information of the printer on the network is written to detect 

writing of the location information, and 

a port setting module configured to, upon detection of the writing of the 

location information, set a logical print port having the written location 

information set therein as a print port to be used. 

*************** 

 
 

I claim: 

1. A method for preventing hacker attacks and virus infection in a computer system 

comprising: 

prompting a user to perform a switching allowing temporarily writing to a 

write- protectable storage area, wherein a respective physical write-protection 

mechanism comprises a switching means which is exclusively operable from 

outside of an operating system of said computer system; 

storing security-relevant information into said write-protectable storage area; 

prompting a user to perform a manual switching to restrict writing to said 

write- protectable storage area, thus resulting in generating a write-protected 

storage area; restricting any write access to said write protected storage area 

in response to said manual switching during further runtime of said computer 

system. 



55 

 

A computer-readable medium claim, also known in the US as a Beauregard claim, 

attempts to protect an invention when it is embodied in a particular medium, e.g. a CD 

ROM. Such claims, which can have several different formats, would allow a patent holder 

to seek damages not only against persons who made infringing software and persons who 

used infringing software but also to seek damages against sellers of such software, 

including retail sellers and wholesalers. One of the more common formats is to take the 

body of a method claim for the invention and add a “computer-readable medium” 

preamble. 

A data structure claim, also known in the US as a Lowry claim, attempts to provide 

protection for novel computer data structures. Of course, not every computerized 

invention includes a unique data structure, but some inventions do include new data 

structures. 

 
Following points should be considered while drafting patent claims: 

1) Each claim should be a single sentence and should be clearly worded. 

2) Each claim should be precise and without unnecessary repetition. 

3) Rights are given to claims only, not for any matter described in the complete specification. 

4) Claims define the boundaries of legal protection and form a protective fence around the 

invention. 

5) Each claim is evaluated on its own merit and, therefore, if one of the claims is objected, it 

does not mean that the rest of the claims are invalid. 

 

XVI. Sample Claims 

 

BIODEGRADABLE TOOTHBRUSH 
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ADJUSTABLE PEDAL ASSEMBLY WITH ELECTRONIC THROTTLE CONTROL 

 

 

 

 

 

 
 

PACKAGE SAVER 
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APPARATUS FOR PRODUCTION OF THREE-DIMENSIONAL 

OBJECTS BY STEREOLITHOGRAPHY 
 

 

 

 

 
NANO-SCALED GRAPHENE PLATES 
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ELECTROMAGNETIC INDUCTIVE SUSPENSION AND STABILIZATION SYSTEM 

FOR A GROUND VEHICLE 

 

 

 

 

 

 

 
 

CRISPR-CAS SYSTEMS AND METHODS FOR ALTERING EXPRESSION OF 

GENE PRODUCTS 
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VIRTUAL REALITY GENARATOR FOR DISPLAYING ABSTRACT INFORMATION 
 

 

 

 

 

 
 

PROCESS FOR THE PREPARATION OF GABAPENTIN 
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WIRELESS INTERNET SYSTEMAND METHOD 

 

 

 
Tips on Drafting Claims: 

9) Start claims on a new page and number each claim using Arabic numbers starting with 1. 

10) Precede your claims with a short statement such as “I/We claim: …” 

11) Each claim should consist of a preamble, transition phrase and the body. 

12) Figure out the all essential features or elements of your invention that you want to 

claim rights to. 

13) Start with broadest claims of your invention and then progress to narrower claims. 

14) The first claim would be the Independent claim and subsequent claim would be 

dependent claims. 

15) All claims should be linked so as to form a single inventive concept. 

16) There is no restriction to the number of claims to be incorporated in the 

specification. But the applicant 

17) has to pay additional fee, if there are more than ten claims. 

18) Claims must be supported by the description and should be based on the description. 

This means that all the characteristics of the invention that form the part of the 

claims must be fully explained in the description. 

 

 
**************** 
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CHAPTER VI 

 

       CLAIM CONSTRUCTION BY COURTS 

 
Claim Construction by Courts 

The greatest test of a patent agent’s claims will likely come not before the patent examiner but 

before the courts if the patent is ever litigated. In patent litigation, the interpretation of the claims 

is typically the most critical factor in determining whether the patent has been infringed or is 

even valid over the prior art. The process of interpreting the claims is known as “claims 

construction.” The scope of protection provided by a given patent is often determined by the 

meaning of just a few specific terms used in a claim. 

 
While construing claims, particularly in the US, courts have increasingly used dictionaries. The 

US, however, begins by reading the claims, giving them their ordinary meaning and reviewing 

the specification and prosecution history to see if the claims have some different or special 

meaning. For ordinary words with no specialized meanings, courts often use a standard dictionary 

to define the words. In contrast, technical dictionaries, encyclopedias and treatises may be used 

for establishing specialized meanings of terms in a particular field of the invention. 

 
A court will generally give a claim term the full range of its ordinary meaning as understood by a 

person with ordinary skills in the field of the invention. For instance, if the invention is a 

chemical invention and the term “amorphous” needs to be construed, the court will likely be 

persuaded to take into account the ordinary meaning of the term as understood by an average 

chemist. Likewise, if an invention relates to software and the claim term to be construed by the 

courts is for “cache”, for instance, then the court may be persuaded to take into account the 

ordinary meaning of the term as understood by an average software programmer. 

 

It is common to find that words used in claims have multiple dictionary meanings. Some of the 

meanings have no relation to the claimed invention. If a particular term has more than one 

possible meaning, in the absence of any other factors, courts will more likely be persuaded to 

interpret the term by its customary meaning in a specific art rather than its ordinary meaning. In 

construing claims, the court may be persuaded to examine the intrinsic evidence carefully and 

ascertain the meaning of the term that is most consistent with the selection of words made by the 

patent agent in preparing the specification and in prosecuting the patent application. Intrinsic 
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evidence means evidence that is specific to the patent. Examples of intrinsic evidence are the 

patent itself (claims, description, drawings etc.) and the prosecution file or history of the patent. 

Thus, the patent agent must always be extremely careful about what he writes in the patent 

application and in responses to office received during patent prosecution. 

 
The laws of some jurisdictions provide legal protection beyond the literal scope of the words 

used in a patent claim. This additional protection is known as the “doctrine of equivalents”. The 

doctrine of equivalents does not necessarily provide the same scope of protection from one 

jurisdiction to the next. 

 

Some countries believe that it is entirely up to the inventor to set forth in his claims what he 

considers to be his invention and maintain no doctrine of equivalents. In reviewing the example 

above, judges in such countries would find that the patentee could have simply drafted his patent 

claims using a term that encompassed both nails and screws, such as “metal fastener”. Other 

countries believe that it can be nearly impossible to find words that adequately describe the full 

scope of a complicated invention and maintain a doctrine of equivalents. In a broad doctrine of 

equivalents regime, the patentee might even be able to argue that “glue” was equivalent to a nail 

for purposes of the invention. 

 
The doctrine of equivalents is a complicated legal topic whose requirements vary significantly 

from country to country. The patent agent should be aware of the doctrine, however, and should 

know what the courts require in the jurisdictions where he prosecutes patent applications. For 

example, in many jurisdictions, the patent agent’s communications during patent prosecution can 

be used to foreclose application of the doctrine of equivalents. 

 

**************** 

A patent claim recites that a “nail” holds Widget A to Widget B. An accused infringer literally 

infringes the patent claim except that the accused infringer uses a “screw” to hold Widget A to 

Widget B instead of a nail. 

Under the doctrine of equivalents, the patentee could argue that a screw was equivalent to a nail for 

purposes of the patented invention. If the court accepted the patentee’s arguments, then infringement 

would be found. 

 
The patent agent had written in an office action response that “only” nails are used in the 

invention, it would be difficult for the patentee to argue later that either “glue” or “screws” 

were equivalent to nails. 
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CHAPTER VII 
  

PATENT STRATEGY 

Patent Strategy 

The common reasons for the failure of a patent are often poor claims and close prior art. In fact, 

some “famous” patents were not nearly as successful at cornering a market as is commonly 

believed. As an aside, a common misconception about patents is that the patent office considers 

infringement issues when awarding patents. In reality, Patent Offices only look at prior art 

pertinent to the pending patent application. One would likely have to remind your clients of this 

fact from time to time. Patent strategy also becomes more complicated and typically more 

lucrative as the number of patents in a portfolio increase. Holding a single patent rarely provides 

the same power and flexibility that holding a dozen, or a hundred patents provides. 

 
Patent valuation is a complicated topic that relates to patent strategy. A thorough discussion of 

patent valuation is outside the scope of this manual. However, the student may appreciate what is 

known as the “real property” metaphor. Intellectual property bears many similarities to real 

property. Prior art is analogous to public lands (non-patented prior art) and/or lands already 

claimed by others (issued patents that are still in force). The real estate catch phrase “location, 

location, location” applies equally to patents - a patent whose claims fall squarely on top of a 

valuable invention is worth much more than a patent whose claims map to a less lucrative space. 

A patent as a legal instrument is analogous to the quality of a home’s construction - a patent 

located on top of a valuable invention can still be worthless if the patent has not been properly 

constructed. The legal remedies associated with patent infringement are similar to the legal 

remedies associated with encroachment on another’s real property. 

 
Patenting of inventions can be notoriously expensive; however, the monopoly attracted because 

of it has the potential to exceed, by far, any initial patenting costs. The problem remains that a 

decision on whether to patent an invention often has to be made long before the commercial 

potential of an invention can readily be adjudged. How then should one decide what to patent and 

what not to patent? 

 
A tension has always existed between the monopoly that attracts by reason of patents, and 

competition law, which seeks to even the commercial playing field, thereby preventing 

monopolies. But patenting is about more than a monopoly - so it has been advocated for many 
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years. It is about a quid pro quo (or "something for something") - a temporary monopoly in 

exchange for knowledge transfer and the advancement of the state of the art. The monopoly is 

the proverbial carrot that entices innovators and investors to continue pursuing improvement and 

sharing same with the public at large. Perhaps then,this fundamental reasoning behind patenting 

can be used to inform business decisions on whether or not to seek patent protection for new 

inventions. 

 
In reality, this has always been a multi-pronged approach: 

1) Offensive Blocking Patenting to Mount Attacks on Competitors 

A patentee may employ his patents directly against any and all infringers. A patent 

typically does not give its owner any rights to make, use or sell the invention covered by 

the patent. In fact, it is quite possible to obtain a patent for an invention that could not be 

made, used or sold due to the infringement of someone else’s patent or without approval 

from a government regulatory agency. Fortunately, a patent cannot infringe another 

patent. 

Selling a product is often, although not always, more lucrative than licensing the 

intellectual property necessary to manufacture the product. Consequently, many patent 

owners who also manufacture products use their patents to force competitors either to 

design around their patents (and produce, hopefully, an inferior product) or to license 

their patents. 

Some companies apply their patent royalties to their research departments as a matter of 

policy. This makes some sense in that the company’s research and development 

department probably created the invention that resulted in the patent being used to 

generate royalties – and by giving the R&D department “extra” money from the patent 

licensing, the company may end up better enabled to create new products and services. 

In developing an offensive patent strategy, the patent owner should continually consider 

the nature of the licensing target’s infringement. The infringer could be guilty of direct 

infringement, contributory infringement and/or inducement of infringement. The nature 

of  the damages may also vary based on the use of the infringing technology. Direct 

infringers  do not necessarily incur greater damages than contributory infringers. Some 

country’s patent laws also recognize infringement under the doctrine of equivalents. 

Thus, a defendant who is not directly infringing a patent claim might still be considered 

an infringer by virtue of his use of a substantially similar component used in a 

substantially similar manner. Analysis under the doctrine of equivalents is quite 

complicated; however, one key factor is whether the patent’s prosecution history 
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includes statements that would indicate that the patentee surrendered claim coverage for 

the substantially similar component during patent prosecution. This is another reason 

why responses to office actions need to be carefully worded and preferably short. 

 
2) Defensive Patenting to Defend Oneself from Infringement Actions 

Patents are “swords” and not “shields” in the sense that a patent does not give its owner 

the right to manufacture a product protected by the patent. A patent provides a negative 

right that allows the owner to say who cannot practice the invention protected by the 

patent. Holding a patent will provide its owner with little assurance that his manufacture 

of a product covered by the patent will not infringe another patent owned by someone 

else. However, patents can sometimes effectively operate as shields with respect to 

patent-holding competitors who will refrain from suing you for infringement out of fear 

that you will counter-sue them or patent infringement. In defending oneself against 

claims of patent infringement, it is frequently of little help for the defendant to say that 

he has a patent and that his own products fall within the scope of protection accorded by 

the patent – unless the defendant’s patent is so different from the plaintiff’s patent that a 

legal fact finder (e.g. a judge or jury) could readily see the differences between the two 

inventions. However, even in such situations it is often easier for the defendant simply to 

explain why he doesn’t infringe the claims in suit. In certain circumstances a patent or 

group of patents may provide a defensive shield for a patentee against his own 

competitors. Certainly, whether a given company will benefit from having more patents 

depends somewhat on the company’s industry segment and the company’s particular 

technical characteristics and business strategy. There is typically little reason for a 

company to acquire patents without a specific business purpose. 

In many industries where the major players each hold substantial numbers of patents, it is 

quite common for these competitors to cross-license their patent portfolios to each other. 

Such cross- licenses may include some royalty formula, or they may be completely free. 

Additionally, the cross-licenses may include a major limitation such as a field of use 

limitation which would still permit infringement litigation outside the field of use. 

A patent owner can employ many tools in his efforts to determine how best to use his 

patents. One should probably model various economic scenarios before deciding how to 

exploit his patents. A simple matrix may be helpful in some situations. For example, the 

company can list its products and decide on a per-product-basis how to exploit the 

intellectual property related to the product. For some products, the company may decide 

to use the related patents in a purely defensive manner to block out all competitors = 

while for other products, the company may decide to follow a licensing strategy. At a 
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high level, the company can  provide  estimates of its likelihood of success following 

each path and/or the likelihood of senior management agreeing to follow a particular 

approach. The options that receive the highest ratings for a given product can then be 

analyzed further to arrive at the company’s ultimate intellectual property strategy for the 

product. This analysis will also likely require analysis of the strengths/weaknesses of the 

patents involved as well as the values of the relative markets. In the end a well-

developed patent portfolio focuses on the company’s core businesses and protects 

particular features and functions that transcend the company’s specific product offerings. 

A well-developed patent portfolio will also likely create barriers to market entry and/or 

success for actual and potential competitors. 

3) Design-around Techniques 

Designing around one or more patents involves determining the scope of claim coverage 

provided by the patent. Designing around also typically involves detailed review of the 

patent specification, review of the prior art cited and applied during the prosecution and 

close analysis of the prosecution history of the patent application to see if the applicant 

made any damaging admissions about the invention during prosecution (e.g. “This 

invention pertains to improved buggy whips and absolutely nothing else!”). 

The attorney performing the design around analysis may wish to determine the precise 

meanings for the terms used in the patent’s claims by applying the laws regarding patent 

claim construction or claim interpretation in the forum jurisdiction. It is essential always 

to bear in mind that the claims define the scope of the protection. The rules for 

determining the scope of claim coverage vary from jurisdiction to jurisdiction. In many 

jurisdictions claim limitations will initially receive the “plain meaning” (or ordinary 

meaning) of the terms recited, but may be further interpreted in light of their use in the 

patent’s specification and/or in the prosecution history for the patent. If “means-plus-

function” claim language is used, the attorney will need to consider how such claims are 

interpreted in the forum jurisdiction. 

The attorney will likely prepare his analysis in the form of an “opinion”. In some cases, 

the opinion may be fairly short while in other cases it may be extremely detailed. 

“Opinion letters” may be quite helpful in jurisdictions that recognize some form of 

“willful infringement”. Willful infringement arises when an infringer knows of another 

party’s patent and deliberately infringes it and/or when the infringer makes no effort to 

determine if he infringes the patent. Obtaining a non-infringement or invalidity opinion 

from a neutral attorney may provide a defense to “willful” infringement in many of the 

jurisdictions that recognize willful infringement. The damages associated with willful 
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infringement are typically a multiple of the actual or direct damages for patent 

infringement. 

Obtaining a non-infringement or invalidity opinion may be helpful even in a jurisdiction 

that does not recognize willful infringement - since such opinions can provide valuable 

guidance to a company on the basic question of whether they have an infringement 

problem with respect to a particular competitor’s patent. 

Patent agents are not allowed to prepare opinions in many jurisdictions such as the US 

Patent opinions are typically written by an attorney, usually by a patent attorney. Many 

law firms and attorneys will not prepare opinions due to the possibility of a high 

malpractice claim should the opinion turn out to be inadequately prepared. Of course, an 

attorney will not typically write an opinion for a client if, in the attorney’s opinion, the 

client really is infringing a valid patent. In such situations, the attorney typically 

expresses his concerns in a non-permanent  medium(e.g. verbally) and not on paper. 

Because a patent agent typically has in-depth knowledge of a particular technology, the 

patent agent may assist the attorney in preparation of an opinion. 

Opinions of counsel in many countries are typically protected by the attorney-client 

privilege and do not need to be disclosed to adverse parties. A plaintiff typically must 

seek special permission from the court in order to compel a defendant to produce an 

opinion. Accordingly, whenever a company has an opinion prepared byits counsel, the 

appropriate persons in the company should make sure that the opinion is retained by the 

company in strictest confidence and not shared with anyone other than the company’s 

key executives on a need-to-know basis. Additionally, the opinion should not be 

provided to the company’s customers. Note that reliance on an opinion of counsel may 

result in a waiver of attorney-client privilege for all opinions relating to the subject matter 

of the opinion. In some circumstances, the company may share its opinions with other 

parties using a vehicle known as either a “common interest agreement” or a “joint 

defense agreement”. 
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[57) ABSTRACT 
A disposable toothbrush fonned of a biodegradable 
material such as biodegradable plastic . The toothbrush 
would fit, preferably, over the index finger of a user. By 
using the index finger, it is easy to reach any part of the 
teeth by locating the toothbrush so as to apply a brush­
ing action to the upper and lower teeth, with the tooth­
brush located on the outside or inside of the index fin­
ger. A toothbrush cap provides an opening for receipt 
of an index finger of a user . On a flattened portion of the 
toothbrush cap, are defined two to four rows of short 
bristles, preferably 3/16 inches in height. These bristles 
may be formed integrally with the toothbrush cap or 
include bristles imbedded in the cap . These bristles are 
impregnated with dehydrated toothpaste which bonds 
with the bristles to fonn a defined layer on top of the 
bristles. Upon contact with water, the impregnated 
toothpaste would hydrolyze to aid in brushing of the 
teeth for a single use. Upon completion of brushing, the 
toothbrush would be disposed of in its entirety. 

11 Claims, 1 Drawing Sheet 
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FIELD OF THE INVENTION 

biodegradable plastic. The toothbrush would fit, prefer­
ably, over the index finger of a user . By using the index 
finger, it is easy to reach any part of the teeth by locat­
ing the brush so as to apply a brushing action to the 

This invention relates to a disposable, biodegradable 
toothbrush which is placed over the index finger of a 
user and includes a series of short bristles impregnated 
with dehydrated toothpaste and which includes acces­
sory items stored on a periphery of the toothbrush, on a 
side of the toothbrush opposite to that of the bristles. 

5 upper and lower teeth, with the toothbrush positioned 
to be located on the outside or inside of the index finger. 

Moreover, by using the index finger, one can easily 
feel and verify whether or not the furthest portion of 
the teeth located at the back of the mouth have been 

BACKGROUND OF THE INVENTION 

There have been various attempts to provide an inex­
pensive, finger applied toothbrush device. Some of 

10 brushed. The index finger provides a direct and instan­
taneous communication between finger nerve tissues of 
the sensory function which communicate with the brain 
to sense and ascertain complete and thorough brushing. 

these prior attempts are as follows: 15 
U.S. Pat. No . 463,309 to Schulze discloses a tooth 

cleaner composed of a piece of textile fabric impreg­
nated with a tooth powder. 

U.S. Pat. No. 2,966,691 to Cameron discloses a tooth 
cleaner formed of paper and elastic threads to cause the 20 
paper to contract and snugly fit around a finger of a 
user. Upon wetting the paper, the paper is permitted to 
shrink and firmly grip the fingertip of a user, having a 
puckered or pebbled configuration. A dentifrice is in-
. corporated in the paper itself to produce an additional 25 
cleansing effect when the paper is wet and the dentifrice 
becomes active. 

U.S. Pat . No. 3,902,509 to Tundermann et al. dis­
closes a disposable device for cleaning teeth formed of 
a high wet strength material which is shaped and sealed 30 
in the form of a pocket or flat thimble. Adhered to the 
outer surface of the device is encapsulated polishing 
agent . 

U.S. Pat . No. 3,934,299 to Regester discloses a tooth 
cleaning device adapted to be worn on the finger for 35 
cleaning the teeth, having an outer surface provided 
with a fabric texture and the fabric impregnated with a 
dentifrice material. 

U.S. Pat. No. 4,335,731 to Bora, Jr., discloses a device 
for oral hygiene care composed of a flexible, soft honey- 40 
comb sheet. Bristles of the sheet extend outward from 
the exposed surface of the sheet. The sheet is secured 
over the finger to clean the user's gums and teeth. A 
dentifrice is impregnated in the sheet. 

U.S. Pat. No. 4,617,694 to Bori discloses a finger- 45 
mounted device for cleaning teeth having pick means 
for cleaning between the teeth, a non-slip finger engag­
ing means, and means for providing a length of dental 
floss. 

U.S. Pat. No. 4,875,247 to Berg discloses a disposable 50 
tooth cleaning and polishing apparatus including a sheet 
oqhin, flexible material such as paper cloth or synthetic 
foam material which also may be formed and con-
toured. · 

Further, the index finger can be curved to all appropri­
ate angles required for brushing of the teeth. It there­
fore, would no longer be necessary to carry a conven-
tional toothbrush when travelling away from home. 
The present invention is ideally suited for hospitals, 
hotels, camping, air travel, etc., where a disposable 
toothbrush is necessary and not presently available. 

It is also important that the present invention be made 
available to the elderly and sick, especially those with 
arthritis, Parkinson's disease and/or other forms of dis­
ease, where the age or sickness of the individuals makes 
it difficult for them to brush their teeth, due to a lack of 
ability to grab a utensil. Presently, this segment of soci-
ety depends on others to brush their teeth and maintain 
appropriate dental hygiene. However, by the present 
invention, locating of the inventive toothbrush on the 
index finger of an individual enables that individual to 
maintain proper dental hygiene, thereby increasing 
their self-esteem and decreasing their susceptibility to 
disease and infections. Such disease or infections usually 
attribute directly to the deterioration of their already 
weakened state and thereby would improve the general 
state of their health. 

Economically, the present invention allows a large 
portion of the population improved dental hygiene 
maintenance. For old or sick individuals, the savings 
produced by a reduction of disease and infection caused 
by an availability of a usable toothbrush, would produce 
large savings in their annual budgets attributed to health 
needs. Therefore, this invention would enable society 
and individual countries to provide a better quality of 
life for their inhabitants. Further, all age groups would 
benefit from the use of the present invention by contrib­
uting to the ease within which teeth could be brushed 
and thereby improve the dental hygiene of an increased 
cross-section of society. 

By the toothbrush of the invention a cap provides an 
opening for receipt of an index finger of a user. On a 
flattened portion of the toothbrush cap, are defined two 
to four rows of short bristles, preferably 3/16 inches in 

SUMMARY OF THE INVENTION 

It is an object of the present invention to provide a 
toothbrush improved over the noted prior tooth­
brushes. 

55 height. These bristles may be formed integrally with the 
toothbrush cap o include bristles imbedded in the cap. 
These bristles are impregnated with dehydrated tooth­
paste which bonds with the bristles to form a defined 

By the present invention, a versatile toothbrush ena- 60 
bles people to have the availability of a toothbrush at 
any time and at any place without the need to carry any 
of the standard, more common toothbrushes. It would 
not be necessary to separately carry a tube of toothpaste 
or other dental accessories such as toothpick, <;iental 65 
floss, mouth medication and/or mouth freshener . 

The toothbrush of the present invention is disposable 
and entirely formed of a biodegradable material such as 

layer on top of the bristles . Upon contact with water, 
the impregnated toothpaste would hydrolyze to aid in 
brushing of the teeth for a single use. Upon completion 
of brushing, the toothbrush would be disposed of in its 
entirety. 

Located on an opposite side of the toothbrush cap 
from the bristles is a groove or a hole for mating with a 
capsule, including any one of different oral hygiene 
products . For example, a capsule could include 1 to 2 
feet of dental floss, breath spray, a sterilized toothpick 

99



3 
5,213,428 

4 
With reference to the drawings, in general, and to 

FIGS. 1 and 2, in particular, a disposable biodegradable 
toothbrush embodying the teachings of the subject in­
vention is generally designated as 10. With reference to 

or oral medication. It is also considered part of the 
present invention that these elements sealed in capsules 
may also be sealed in voids formed in the toothbrush 
cap so that upon gaining entry into the sealed voids of 
the toothbrush cap, access would then be obtained to 
dental floss, toothpick, breath spray, etc. 

All of the materials used for the invention would be 
disposable, biodegradable material. Optionally, the tip 

5 its orientation in FIG. 1, the toothbrush 10 is shown 
located on an index finger 12 ofa user at the tip 18 of the 
index finger. 

In FIG. 2, the toothbrush is shown as including a cap 
14 on a finger 12, having an opening 16 into which the 
tip 18 of the index finger 12 is inserted. End 20 of the 
cap 14 may optionally be open so that the tip 18 of the 
index finger passes through the cap. 

of the toothbrush cap could be open to allow the tip of 
the finger to protrude through the toothbrush cap. All 10 
edges are rounded to prevent the possibility of any cuts 
being caused in the mouth during brushing. The tooth­
brush would be sterile and may be sealed within a biode­
gradable plastic enclosure for distribution purposes. 

On one side 22 of the cap, an shown in FIG. 3, is 
located a relatively flat portion from which projects 

15 bristles 24, which in the embodiment shown includes 
three rows of bristles. It is also possible that two or four 
rows of bristles be included on the side 22 of the cap. 

Typical measurements of the overall toothbrush 
would be approximately J inch by 1 ½ inches. The bristle 
area may be as small as ¼ inch wide by 7 /8 inch long. 

It is therefore an object of the present invention to 
provide a disposable, biodegradable toothbrush cap 
which fits over a finger of the user for brushing of the 20 

teeth with impregnated toothpaste which hydrolyzes 
upon contact with water . 

It is another object of the present invention to pro­
vide a disposable, biodegradable toothbrush cap which 

25 
fits over a finger of the user for brushing of the teeth 

· with impregnated toothpaste which hydrolyzes upon 
contact with water with the bristles being very short 

· and projecting from one side of the toothbrush cap. 

The bristles 24 are shown as being formed integrally 
with the cap. Optionally, the bristles may be formed 
from rigid plastic embedded in the cap 14. 

The bristles project from the outermost surface of 
side 22 for a distance of approximately 3/16 of an inch. 
Located on top of the bristles and the flat side 22 of the 
cap 14 is a dehydrated toothpaste layer 26. This layer is 
hydrolyzed upon contact with water to provide a tooth­
paste aid during brushing. 

Located on an opposite side 28 of the cap 14, from the 
side 22, are at least one groove 30, as shown in FIG. 4, 
for receipt of a dental hygiene accessory capsule 32. 
The capsule is made of a disposable, biodegradable 
material such as biodegradable plastic. In FIG. 4, two 
grooves 30 are shown for receipt of two capsules 32 
which include complementary shaped projections 33 
for slidingly mounting the capsules 32 on the cap 14. 

It is yet another object of the present invention to 30 
provide a disposable, biodegradable toothbrush cap 
which fits over a finger of the user for brushing of the 
teeth with impregnated toothpaste which hydrolyzes 
upon contact with water with the bristles being very 
short and projecting from one side of the toothbrush 
cap, with dental hygiene accessories stored inside the 
cap, and in or on the side wall of the cap on an opposite 
side of the cap from the bristles. 

35 Capsule 32 may include a length of dental floss, a 

These and other objects of the invention, as well as 
many of the intended advantages thereof, will become 40 
more readily apparent when reference is made to the 
following description taken in conjunction with the 
accompanying drawings. 

toothpick, mouthwash spray, oral medicine, or other 
dental hygiene products. The capsules 32 include a void 
35 so that upon gaining access of the void by removing 
one end of the capsule as shown in FIG. 5, upon appli­
cation of pressure to the capsule, a liquid, such as a 
breath spray 34, or oral medication, may be released 
under pressure from the open end 36 of the capsule 32. 
Similarly, access to the interior of the capsule could be 
obtained, possibly by biting the end of the capsule to 

45 obtain access to dental floss 37 or other products sealed 
FIG . 1 illustrates the disposable biodegradable tooth- within the void 35 of the capsule. Alternately, a groove 

BRIEF DESCRIPTION OF THE ORA WINGS 

brush of the present invention located on the index 39 is formed in side walls of the capsule so that the 
finger of a user. capsule is broken easily. 

FIG. 2 is a longitudinal sectional view of the tooth- In addition a capsule 40 for holding mouthwash may 
brush cap as applied to the finger of a user. 50 be located in the opening formed by the cap for the 

FIG. 3 is a sectional view taken along line 3-3 of receipt of a finger tip 18. Handle projection 42 facili-
FIG. 2. tates removal of capsule 40 for access of finger tip 18 

FIG . 4 is an exploded view of two capsules includes into the cap 14. 
dental accessories which are separated from the tooth- Optionally, the dental hygiene accessory products 
brush cap. 55 may be located in voids formed directly in side 28 of the 

FIG. 5 illustrates application of a mouthwash spray cap 14 for access to the accessories either before or after 
from a capsule for a dental hygiene product. brushing of the teeth with the bristles 24. For brushing, 

DETAILED DESCRIPTION OF THE 
PREFERRED EMBODIMENTS 

60 
In describing a preferred embodiment of the inven­

tion illustrated in the drawings, specific terminology 
will be resorted to for the sake in clarity. However, the 
invention is not intended to be limited to the specific 
terms so selected, and it is to be understood that each 65 
specific term includes all technical equivalents which 
operate in a similar manner to accomplish a similar 
purpose. 

the fingertip 18 is inserted in opening 16, the layer 26 
wetted, and the finger 12 moved along the teeth with 
application of slight pressure. 

Improved dental hygiene would be more readily 
obtainable by a wider segment of the population 
through distribution of disposable, biodegradable tooth­
brushes as embodied by the invention. Further, those 
presently unable to brush their own teeth would have a 
better chance of brushing their teeth by locating the 
subject invention upon a finger of the hand and using 
their finger as the motive force as well as the applicator 
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for ensuring complete and improved brushing of their 
teeth. 

2. A disposable toothbrush as claimed in claim 1, 
wherein said capsule surrounds said at least one dental 
hygiene accessory. 

The advantages obtained by the present invention are 
numerous. For example, one size toothbrush can fit 
men, women and children. A savings on water con­
sumption is obtained by the invention by reduced rins­
ing over that required for a permanent-type toothbrush 
since this toothbrush is merely disposed of. Further, 
chemicals used for keeping the toothpaste moist for use 
on permanent-type toothbrushes are no longer needed. 
Bathroom sink mess from excess toothpaste is avoided 

3. A disposable toothbrush as claimed in claim 1, 
5 wherein said cap is biodegradable. 

4. A disposable toothbrush as claimed in claim 1, 
wherein said bristles are integral with said cap. 

5. A disposable toothbrush as claimed in claim 1, 
wherein said cap includes a groove for receipt of a 

10 projection extending from said capsule. 

by premeasured toothpaste impregnated on the dispos­
able toothbrush. In addition, toothbrush holders are no 15 
longer necessary. 

Having described the invention, many modifications 
thereto will become apparent to those skilled in the art 
to which it pertains without deviation from the spirit of 20 
the invention as defined by the scope of the appended 
claims. 

I claim: 
1. A disposable toothbrush comprising: 
a cap including an opening for receipt of a fingertip, 

25 

a flat surface located on one side of said cap having 

6. A disposable toothbrush as claimed in claim 1, 
wherein said capsule includes a void for storing of said 
dental hygiene accessory. 

7. A disposable toothbrush comprising: 
a cap including an opening for receipt of a fingertip, 
a flat surface defined by one side of said cap and 

having bristles projecting therefrom for brushing 
of teeth, 

a layer of dehydrated toothpaste embedded on said 
bristles, and 

a dental hygiene accessory located on said cap, 
said dental hygiene accessory being located on a side 

of said cap opposite to said one side and within a 
capsule slidably mounted on said cap. 

8. A disposable toothbrush as claimed in claim 7, 
wherein said dental hygiene accessory is a liquid lo­
cated in said capsule housed within said cap. 

bristles projecting therefrom for brushing of teeth, 
a layer of dehydrated toothpaste being located on 

said bristles, and 

9. A disposable toothbrush as claimed in claim 8, 
wherein said liquid is released upon opening of a cap-

30 sule having stored said liquid. 

at least one dental hygiene accessory located on a side 
of said cap opposite to said one side, 

said at least one dental hygiene accessory being lo­
cated within a capsule slidably mounted on said 35 
cap. 

40 

45 

50 

55 

60 

65 

10. A disposable toothbrush as claimed in claim 9, 
wherein said cap includes a groove for receipt of a 
projection extending from said capsule. 

11. A. disposable toothbrush as claimed in claim 7, 
wherein said cap is biodegradable. 

• • • • • 
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